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Legislative Council Panel on Commerce and Industry 
 

Review of the Patent System in Hong Kong 
 

 
Purpose 
 
 The Government has undertaken a review of the patent system in Hong 
Kong.  This paper briefs Members on the way forward.  
 
Background 
 
The Review 
 
2. To ensure that the Hong Kong patent system continues to meet 
present-day circumstances and that its further evolution would facilitate the 
development of Hong Kong into a regional innovation and technology hub, we 
commenced a comprehensive review of the patent system in October 2011, 
taking into account the latest international developments in patent protection.  A 
Consultation Paper entitled “Review of the Patent System in Hong Kong” (the 
Consultation Paper) was issued by the Government in October 2011 to invite 
views from the public.  
 
The Advisory Committee  
 
3. The Advisory Committee on Review of the Patent System in Hong 
Kong (the Advisory Committee) was appointed by the Secretary for Commerce 
and Economic Development in October 2011 to advise him on – 
 

(a) how the Administration should position Hong Kong’s patent 
system, having regard to the issues outlined in the public 
consultation paper of October 2011 and the responses 
received; and  
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(b) how best to implement changes to the patent system, in the 
light of decisions made by the Administration on the way 
forward. 

 
Public Consultation 
 
4. Upon the issue of the Consultation Paper in October 2011, we engaged 
stakeholders through different channels and forums.  The views of the relevant 
advisory boards including the Innovation and Technology Advisory Committee 
of the Hong Kong Trade Development Council and the Trade and Industry 
Advisory Board have been gathered.  Various briefing sessions targeted at R&D 
centres, small and medium-sized enterprises, industry associations, tertiary 
education institutes and chambers of commerce were held.  In June 2012, we 
reported the results of the consultation exercise and the overall progress of the 
review to this Panel.  Members mostly supported the introduction of an Original 
Grant Patent (OGP) system.   
 
The Advisory Committee’s Recommendations 
 
5. Having carefully examined the submissions of respondents to the 
Consultation Paper and all relevant considerations, including the patent systems 
in other jurisdictions, the Advisory Committee submitted a report to the 
Government on the positioning of Hong Kong’s patent system in December 2012 
(the Report) (Annex A), with key recommendations as follows – 
 

(a) introducing an OGP system with substantive examination 
outsourced to other patent office(s) whilst retaining the 
current re-registration system;  
 

(b) retaining the short-term patent system with suitable 
refinements; and 

 
(c) developing a full-fledged regulatory regime on patent agency 

services in the long run, which has to be achieved in stages, 
with possible transitional measures.  

 
The details and considerations are set out in the ensuing paragraphs.  
 
 

  A  
A
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Standard Patents: Adding an OGP Route  
(Chapter 3 of the Report)  
 
6. The Advisory Committee has explored the following three options as 
set out in the Consultation Paper – 
 

(a) Option 1: introduce an OGP system with substantive 
examination outsourced to other patent offices, in lieu of the 
current re-registration system; 

 
(b) Option 2: introduce an OGP system with substantive 

examination outsourced to other patent offices whilst 
retaining the current re-registration system (with possible 
expansion of the list of designated patent offices); and 

 
(c) Option 3: do not introduce an OGP system, but maintain the 

current re-registration system with possible expansion of the 
list of designated patent offices. 

 
Consideration 
 
7. In the light of the diverse views received on whether Hong Kong 
should have an OGP system (paragraphs 3.2 to 3.4 of the Report), the Advisory 
Committee has focused on the more fundamental question: in what direction our 
patent system should go to meet the long-term economic development needs of 
Hong Kong, and considered the issues from the following perspectives –   
 

(a) the world economic context 
 
There is a consensus that innovation is an engine for 
sustained economic growth, and has led to ever increasing 
competition for talents, investment, knowledge and research 
and development (R&D).  The design of intellectual 
property (IP) system is one of the policy instrument 
governments may employ to promote innovation and 
technology.  Patent protection is a key component of an IP 
system.  The Advisory Committee has also noted a rapidly 
rising worldwide demand for IP with a shift towards Asian 
economies, increasing tradability of IP rights and the 
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emerging aspiration of some economies to become an IP 
trading hub. 
 

(b) the international patent landscape  
 

Most places run an OGP system, which include advanced 
economies, the newly industrialised Asian economies with a 
similar economic development path like Hong Kong such as 
Taiwan, Korea and Singapore, and economies similar or 
smaller in size compared with Hong Kong such as Israel, 
Finland, Hungary and New Zealand.  Others which run a 
re-registration system are generally least developed or 
developing economies with rather insignificant economic 
powers and innovation may not be crucial to their stage of 
economic development.  

 
(c) Hong Kong’s long-term vision  

 
The Government has set out a clear vision and invested 
significant resources to promote innovation and technology 
as drivers for future growth, and to race towards a 
knowledge-based economy amidst increasingly intense 
competition brought about by globalisation and in 
collaboration with the Mainland with all its offerings in store.  
The IP system is an integral part of the whole equation in the 
quest for innovation.  The feasibility for Hong Kong to 
promote itself as a regional IP trading hub also needs the 
supply of talents and expertise in various professional 
services, in particular IP practitioners. 

 
(d) strengths and weaknesses of the existing patent 

re-registration system 
 

As all three designated patent offices conduct in-house 
substantive examination for patent applications, the quality of 
the patents granted under the re-registration system is high, 
credible and on par with international standards.  The 
present system is also generally seen as user-friendly in terms 
of application costs and processing time. 
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Nevertheless, reliance on outside patent offices means the 
current system does not give us control over essential matters 
to ensure that it is meeting the changing needs of Hong Kong.  
Some local inventors might be discouraged to make a patent 
application if they only want a domestic patent.  Given the 
international patent landscape discussed above, some foreign 
investors might not perceive Hong Kong, being outside the 
OGP mainstream, to be very attractive. 
 

(e) benefits and difficulties of introducing an OGP system   
 
Developing an OGP system may attract and encourage local 
and foreign enterprises to make R&D and related investments 
in Hong Kong.  It may (i) demonstrate our commitment to 
IP protection; (ii) allow us more control on essential matters 
such as patentability criteria and procedures; (iii) facilitate 
local patentees to seek patent protection in other jurisdictions; 
and (iv) stimulate the growth of the patent agency business 
and widen career paths for graduates with science and 
engineering degrees. 

 
However, there are concerns about whether there will be 
sufficient market demand to make a business case for the 
OGP system.  It is also uncertain whether local supply of 
talents is sufficient due to a lack of academic/professional 
programmes related to the patent agency services.  There is 
no existing library/database which provides the reference 
materials in the science and engineering aspects involved in 
substantive examination.  If the substantive examination is 
outsourced, securing agreements with potential outsourcing 
patent office(s) will not be an easy task.  An immature 
system could compromise our patent protection and the 
quality of patents granted. 
 

(f) case for expansion of the re-registration system  
 
Expanding the recognition of foreign patents would entrench 
the re-registration system and go against the general direction 
of setting up an OGP system in Hong Kong if adopted.  
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Besides, the addition of more patent authorities would 
increase the risks of inconsistencies in the scope of protection 
attached to patents granted by different systems. 
 

Key Recommendations 
 
8. The Advisory Committee has reviewed all of the above considerations 
and agreed that a long-term strategic view should be taken, which should not be 
clouded by immediate difficulties.  The next step to take, even on a pilot basis, 
should help Hong Kong develop into a regional innovation and technology hub, 
taking advantage of the opportunities offered by the Mainland, as well as the 
increasing demand for and tradability in IP rights.  Nevertheless, the way 
forward must not be at the expense of compromising patent quality, 
user-friendliness and effectiveness of our present patent system.   
 
9. The Advisory Committee thus recommends Option 2 as the most 
logical direction to take, i.e. introduce an OGP system with substantive 
examination outsourced to other patent office(s) whilst retaining the current 
re-registration system.  It also suggests that, among other preliminary 
parameters for further exploring this option, the Government should consider 
developing in incremental stages in-house substantive patent examination 
capacity (at least focusing on some specific technological areas in which Hong 
Kong has acquired considerable expertise) with a view to putting in place a 
full-fledged indigenous version.   
 
Short-term Patents: Retention with Refinements 
(Chapter 4 of the Report) 
 
10. The Advisory Committee has considered the following three options as 
set out in the Consultation Paper – 
 

(a) Option 1: maintain the status quo of the short-term patent 
system; 

 
(b) Option 2: refine the short-term patent system; and 
 
(c) Option 3: discontinue the short-term patent system. 

 
 



- 7 - 

 
 

 

Consideration 
 
11. In considering the way forward for the short-term patent system, the 
Advisory Committee has taken into account, inter alia, the special role of the 
short-term patent system in Hong Kong.  The Committee is convinced that the 
short-term patent system is serving the intended purposes by offering a fast and 
inexpensive means of protecting inventions with a limited commercial life span 
in the market.  Its original objective of providing for a supplementary patenting 
route with mitigating features but lesser protection will remain valid without 
conflicting with the proposed OGP system.  Therefore, the Advisory Committee 
considers that the short-term patent system should be retained.  As for the 
possible refinements, the Advisory Committee has considered the following – 
 

(a) introducing substantive examination into the short-term 
patent system; 

 
(b) extending the maximum term of protection (currently lasting 

eight years); 
 
(c) relaxing the number of independent claims; and  
 
(d) lowering the patentability criteria. 

 
Key Recommendations 
 
12. The Advisory Committee recommends that the short-term patent 
system should be retained with the following refinements –  
 

(a) substantive examination should be made a pre-requisite to 
commencement of infringement proceedings; 

 
(b) a short-term patentee, when making a threat of infringement 

proceedings, should furnish the person to whom the threat 
was made full particulars about the short-term patent in 
question, including all relevant supporting documentation, in 
particular the search report(s) and any amendment to the 
patent;   
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(c) failure to comply with the above requirement should render 
the threat legally groundless which enables the party 
aggrieved by the threat to seek a legal remedy; 

 
(d) appropriate legislative amendment should be considered to 

give effect to (a) to (c) above and to address the perceived 
inconsistency in the burden of proof of patent validity as 
contained in the existing section 89(2) of the Patents 
Ordinance (Cap. 514) in relation to short-term patents;  

 
(e) both the patentees and third parties having a legitimate 

concern or doubt about the validity of a short-term patent 
should have the right to apply to the Hong Kong Patents 
Registry for substantive examination of the short-term patent;  

 
(f) the official fees for substantive examination of a short-term 

patent should be payable by the person making the request 
for such examination; 

 
(g) the Hong Kong Patents Registry may take advantage of the 

above new enforcement requirements of short-term patents to 
explore a more involved role in working with the outsourced 
examination authority(ies) to meet the possible demands and 
build up in-house examination capacity; and 

 
(h) the possibility of allowing one short-term patent application 

to have no more than one independent claim for a product 
and one independent claim for a process, provided that they 
relate to one single invention, should be further explored. 

 
13. In addition, the Advisory Committee recommends that the maximum 
term of eight years of protection should be maintained and that the patentability 
criteria should not be lowered.   
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Patent Agency Services: Towards Regulation 
(Chapter 5 of the Report)  
 
14. The Advisory Committee has considered the following issues –  
 

(a) whether to establish a regulatory regime for providers of 
patent agency services in Hong Kong; and  

 
(b) if the answer to (a) is in the affirmative, the form and scope 

of regulation. 
 
Consideration 
 
15. On the need for regulating the patent agency services, the Advisory 
Committee has taken into account the following – 
 

(a) while regulating the provision of patent agency services may 
help ensure transparency and quality of service, there are 
concerns that the extra cost of regulation would be passed 
onto users; 

 
(b) some users may have difficulty in an unregulated regime in 

seeking the appropriate agents which are competent to 
provide the services they require;   

 
(c) the proposed introduction of an OGP system (see paragraphs 

6 – 9 above) and requirement of substantive examination in 
certain circumstances under the short-term patent system (see 
paragraphs 10 – 13 above) would increase the demand for 
patent agents with competent professional qualifications and 
experience.  Regulating the agency services may not only 
help build a local patent profession that is competent to carry 
out the above technical tasks, but also nurture a talent pool by 
creating more career opportunities for local graduates with 
science, engineering or other technical background to enter 
the profession.  All these are complementary components to 
an OGP system, contributing to developing Hong Kong into 
an innovation and technology hub; and 
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(d) from the Government’s study (Annex F to the Report), it 
appears generally that while the concrete measures may differ, 
the patent agent profession is regulated under a statutory 
regime in many jurisdictions with an OGP system.  

 
16. On the regulatory options, the Advisory Committee has considered the 
following – 
 

(a) Option A: only qualified persons or firms may provide 
regulated services which may either cover – 

 
(i) all patent-related services (including services for 

re-registration); or  
 
(ii) only services that involve technical expertise (mainly 

under the OGP system e.g. drafting patent specification 
and claims); and 

 
(b) Option B: only qualified persons may use a particular 

professional title such as “patent agent” and “patent 
attorney”.1 

 
17. The Advisory Committee’s assessment of the above options has taken 
into account the following –  
 

(a) Quality of service: Option A may better assure the quality of 
service across the board (i.e. Option A(i)) or in the selected 
types of patent agency services that are regulated (i.e. Option 
A(ii)).  “Caveat emptor” remains the cardinal principle of 
Option B; 

 
(b) Cost: Option A may increase the operation costs of agents for 

hiring qualified persons, which might translate into higher 
fees for users.  Option B will allow a choice between agents 
with or without the regulated titles, better enshrining the 
user-pay principle; 

 
 

                                                 
1  Option B may be pursued as a corollary to Option A, or exclusively in its own right. 
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(c) Nurturing a profession: Combining Options A and B may 
help expedite the building up of a strong patent agent 
profession.  On the other hand, Option B alone may already 
be a healthy step to jumpstart the development of the 
profession and allow strong players to emerge through 
market forces; and 

 
(d) Timing and transitional arrangements: Considerable time is 

required to build up the local patent agent profession as well 
as set up a regulatory body to administer an accreditation 
scheme and to uphold professional discipline.  It is thus not 
practicable to adopt Option A immediately.  Instead, the 
regulatory regime may be established in stages upon the 
commencement of the OGP system, with transitional or 
short-term measures.   

 
Key Recommendations 
 
18. The Advisory Committee recommends that a full-fledged regulatory 
regime on patent agency services (i.e. by combining Options A and B together) 
should be set as the ultimate goal in the long run, which has to be achieved in 
stages, with possible transitional measures that have regard to the existing patent 
agency service being provided on the one hand (e.g. through appropriate 
grandfathering provisions) and the early building and recognition of a regulated 
patent agent profession on the other (e.g. through Option B or a list or register of 
patent agents with their qualifications).    
 
The Government’s Response  
 
19. We are satisfied that the Advisory Committee has taken a holistic view 
on the issues before arriving at its considered recommendations – 
 

(a) on standard patent, we agree with the Advisory Committee’s 
views that it is time for Hong Kong to develop its patent 
system along the OGP direction as part of the infrastructure 
which will help Hong Kong achieve its vision of becoming a 
world class innovation and technology hub, and to keep up 
with the patent systems of other developed or developing 
economies.  Meanwhile, the re-registration system should 
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be retained to preserve the strengths of the current IP regime; 
 

(b) we also agree that in introducing an OGP system in Hong 
Kong, recourse to domestic substantive examination will not 
be viable at the initial stage, and some outsourcing 
arrangements are necessary.  Depending on users’ 
acceptance of the new regime and positive developments that 
may bring about, we may further consider developing in 
incremental stages in-house substantive patent examination 
capacity in specific areas (paragraph 9 above); and 

 
(c) given the above direction ahead to develop our patent regime, 

we also agree with the Advisory Committee’s 
recommendations to retain the short-term patent system with 
necessary refinements as it should continue to serve the 
specific needs originally intended alongside the OGP system, 
and to introduce, with transitional arrangements, a regulatory 
regime in the long run for the patent agency services as a 
complementary component to the OGP system. 

 
In sum, we support the recommendations made by the Advisory Committee and 
accept its Report. 
 
Way Forward  
 
20. The recommendations made by the Advisory Committee point to 
strategic directions to develop our patent regime.  We will follow up and work 
out a detailed implementation plan in consultation with the Advisory Committee 
as per its terms of reference (paragraph 3 above).  The tasks would include the 
following – 
 

(a) examining implementation issues such as standards and 
procedures for substantive examination under the OGP 
system, outsourcing arrangements with outside patent 
office(s), corresponding development of in-house capability, 
legislative details about the OGP system and refinements to 
the short-term patent system, and the accreditation, 
professional discipline, transitional arrangements, etc. for the 
regulation of patent agents; 
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(b) consulting stakeholders including patent users and agents on 

necessary implementation details that would impact on them; 
 

(c) identifying the preferred outside patent office(s) that would 
undertake substantive examination and working out the 
appropriate outsourcing arrangements;  

 
(d) engaging as necessary outside experts or consultants for 

seeking technical advice in developing in-house capability to 
run the OGP system, including putting in place standards, 
databases, manuals, procedures and examination staff; 

 
(e) working out and seeking necessary financial resources and 

manpower provisions in accordance with the established 
mechanism to implement the new system; 

 
(f) preparing legislative proposals to amend the Patents 

Ordinance and the subsidiary legislation;  
 

(g) developing a new IT system to support the OGP system; and 
 
(h) recruiting and training staff for various stages of the 

implementation. 
 
21. Subject to the detailed implementation plan to be prepared, a very 
rough timetable is set out in Annex B. 
 
Advice Sought 
 
22. Members will be invited to note the Report of the Advisory Committee 
and the way forward for the review of the patent system in Hong Kong. 
 
 
 
Commerce and Economic Development Bureau 
Intellectual Property Department 
February 2013 

  B   
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Executive Summary 
 
The Review 
 
 To ensure that the Hong Kong patent system continues to 
meet present-day circumstances and that its further evolution would 
facilitate the development of Hong Kong into a regional innovation and 
technology hub, the Administration commenced a comprehensive review 
of the patent system and issued a Consultation Paper entitled “Review of 
the Patent System in Hong Kong” in October 2011. 
 
The Advisory Committee 
 
2. The Secretary for Commerce and Economic Development 
appointed an Advisory Committee on Review of the Patent System in 
Hong Kong (the Advisory Committee) in the same month to advise him 
on –  
 

(a) how the Administration should position our patent 
system, having regard to the issues outlined in the 
public consultation paper of October 2011 and the 
responses received; and  

 
(b) how best to implement changes to the patent system, 

in light of the decisions made by the Administration 
on the way forward.   

 
3. The Advisory Committee held a total of six meetings 
between October 2011 and November 2012.  Having carefully examined 
the submissions of the respondents to the consultation document and all 
relevant considerations, including the patent systems in other jurisdictions, 
the Advisory Committee submitted a report to the Administration in 
December 2012.  
 
Key Recommendations 
 
4. The key recommendations made by the Advisory Committee 
are summarised as follows –  
 



 - ii -

(A) Standard Patents  
 

(a) An “original grant” patent system should be 
established in Hong Kong with substantive 
examination outsourced to other patent offices. 

 
(b) The current re-registration system should be 

retained. 
 

(B) Short-term Patents  
 

(a) The short-term patent system should be 
retained. 

 
(b) The following refinements to the short-term 

system should be made –   
 

(i) Substantive examination should be made a 
pre-requisite to commencement of 
infringement proceedings. 

 
(ii) A short-term patentee, when making a 

threat of infringement proceedings, should 
furnish the person to whom the threat was 
made full particulars about the short-term 
patent in question in support of the threat. 

 
(iii) A failure to comply with the requirement 

in (ii) above should have the legal effect of 
rendering the threat groundless which 
enables the party aggrieved by the threat to 
seek a legal remedy. 

 
(iv) Appropriate legislative amendments 

should be considered to give effect to the 
above and to address the perceived 



 - iii -

inconsistency in the burden of proof of 
patent validity as contained in the existing 
section 89(2) of the Patents Ordinance 
(Cap. 514) in relation to short-term 
patents. 

 
(v) Both the patentees and third parties having 

a legitimate concern or doubt about the 
validity of a short-term patent should have 
the right to apply to the Hong Kong 
Patents Registry for substantive 
examination of a short-term patent. 

 
(vi) The official fees for substantive 

examination of a short-term patent should 
be payable by the person making the 
request for such examination. 

 
(vii) The Hong Kong Patents Registry may take 

advantage of the above new enforcement 
requirements of short-term patents to 
explore a more involved role in working 
with the outsourced examination 
authority(ies) to meet the possible 
demands. 

 
(c) The possibility of allowing one short-term 

patent application to have no more than one 
independent claim for a product and one 
independent claim for a process, provided that 
they relate to one single invention, should be 
further explored. 

  
(d) The current maximum term of protection (i.e. 

eight years) should be maintained. 
 

(e) The current patentability criteria for short-term 
patents should be maintained. 



 - iv -

(C) Regulation of Patent Agency Services  
 

(a) A full-fledged regulatory regime on patent 
agency services (which involves regulating 
both the provision of services and the use of 
professional titles) should be set as the ultimate 
goal in the long run, which has to be achieved 
in stages, with possible interim measures. 

 
(b) Interim measures to be developed should have 

regard to the existing patent agency services 
being provided on the one hand (e.g. through 
appropriate grandfathering provisions) and the 
early building and recognition of a regulated 
patent agency profession on the other (e.g. 
through regulating use of particular 
professional titles such as “patent agent” and 
“patent attorney”, or a list or register of patent 
agents with their qualifications). 

 
Way Forward 
 
5. Subject to the Administration’s decision on the way forward, 
the Advisory Committee will further explore the detailed implementation 
issues regarding the recommendations in the next phase of the review.    



  
 

CHAPTER 1 
 

Introduction 
 
 
The Review 
 
1.1 To ensure that the Hong Kong patent system continues to 
meet present-day circumstances and that its further evolution would 
facilitate the development of Hong Kong into a regional innovation and 
technology hub, the Administration commenced a comprehensive review 
of the system in October 2011, taking into account the latest international 
developments in patent protection.   
 
Background 
  
1.2 Under the Patents Ordinance (Cap. 514) (the Ordinance),1 
two types of patents, namely standard patent and short-term patent, are 
granted in Hong Kong. 

 
1.3 The grant of a standard patent in Hong Kong, which is valid 
for a maximum term of 20 years, is based on a patent granted by one of 
the three “designated patent offices”, namely the State Intellectual 
Property Office (SIPO) of the People’s Republic of China (PRC), the 
United Kingdom (UK) Patent Office and the European Patent Office 
(EPO) (for European patents designating the UK).  No substantive 
examination is conducted for a grant of Hong Kong standard patent, i.e. 
the Hong Kong Patents Registry (Patents Registry) does not assess 
whether the invention is novel, involves an inventive step and is 
susceptible of industrial application.  This grant system is generally 
referred to as a “re-registration” system.2  
                                                 
1 The Ordinance was enacted on 27 June 1997.  Prior to 1997, a person who had obtained a patent 

in the UK or a European patent designating the UK could have his patent registered in Hong Kong 
within five years of its grant.  The patent would be effective in Hong Kong for so long as the 
corresponding UK or European patent remained in force. 

 
2 The application process for a standard patent involves two stages, i.e.    

(a) At stage one, the applicant has to file a “request to record” with the Patents Registry within six 
months after the date of the publication of the corresponding application in a designated patent 
office.   

(b) At stage two, the applicant has to file a “request for registration and grant” with the Patents 
Registry within six months after the date of grant of the patent by the designated patent office 
or publication of the “request to record” in Hong Kong, whichever is later.   

The Patents Registry will grant the patent after receiving the relevant documents in relation to the 
grant of the designated patent.   
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1.4 As a supplement to standard patents, short-term patents, 
which are valid for a maximum term of eight years, may also be granted 
under the Ordinance to offer protection for products with a shorter 
commercial life cycle.  The applicant may file his application, which is 
to be supported by a search report, directly with the Patents Registry 
without first having to apply for a patent at a designated patent office.3   

 
1.5 While the current patent system in Hong Kong, having been 
in place for more than a decade, is generally accepted as user-friendly and 
cost-effective, diverging views as to whether it would continue to meet 
the changing needs of our economy have emerged in recent years. 
 
The Consultation Exercise 
 
1.6 A Consultation Paper entitled “Review of the Patent System 
in Hong Kong” was issued by the Administration in October 2011 to 
invite views from the public on the following main topics and issues – 
 

(a) Standard patents 
 
(i) Whether an “original grant” patent (OGP) 

system should be introduced in Hong Kong. 
 
(ii) Irrespective of the answer to (i) above, whether 

the current re-registration system should be 
maintained, and if so, whether the system 
should be expanded to recognise the patents 
granted by other jurisdiction(s). 

 

                                                 
3 The applicant is required to submit a search report prepared either by one of the designated patent 

offices or by any “International Searching Authority” appointed pursuant to Article 16 of the 
Patent Cooperation Treaty (PCT).  The Patents Registry will grant the short-term patent after 
satisfying itself that the information required is fully furnished. 
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(b) Short-term patents 
 

(i) Whether the short-term patent system should be 
retained as a supplement to the standard patent 
system. 

 
(ii) Assuming that the short-term patent system is to 

be retained, whether and if so what measures 
should be introduced to enhance the efficacy of 
the system. 

 
(c) Regulation of patent agency services 

 
Whether the provision of patent agency services in 
Hong Kong should be regulated, and if so, what 
form the regulatory system should take.  

 
1.7 Upon the issue of the Consultation Paper in October 2011, 
the Administration engaged stakeholders through different channels and 
forums.  The views of the relevant advisory boards including the 
Innovation and Technology Advisory Committee of the Hong Kong Trade 
Development Council and the Trade and Industry Advisory Board have 
been gathered.  Various briefing sessions targeted at research and 
development (R&D) centres, small and medium-sized enterprises, 
industry associations, tertiary education institutes and chambers of 
commerce were held.  The consultation period ended on 31 December 
2011. 
 
The Advisory Committee 
 
1.8 An Advisory Committee on Review of the Patent System in 
Hong Kong was appointed by the Secretary for Commerce and Economic 
Development (SCED) in October 2011.  Members of the Advisory 
Committee comprise government officials4 and non-official members 
who were drawn from a wide cross section of the patent-related fields, 

                                                 
4 Including officials from the Commerce and Economic Development Bureau, the Intellectual 

Property Department and Innovation and Technology Commission. 
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including legal professionals, patent practitioners, as well as members of 
the academic, R&D and industrial sectors. 
 
1.9 The terms of reference of the Advisory Committee are to 
advise SCED on – 

 
(a) how the Administration should position Hong 

Kong’s patent system, having regard to the issues 
outlined in the public consultation paper of October 
2011 and the responses received; and 

 
(b) how best to implement changes to the patent system, 

in the light of decisions made by the Administration 
on the way forward. 

 
The membership of the Advisory Committee is at Annex A. 



  
 

CHAPTER 2 
 

Deliberations of the Advisory Committee 
 
 
2.1 In drawing up its recommendations, the Advisory Committee 
held a total of six meetings between October 2011 and November 2012.   
 
2.2 The Advisory Committee first considered carefully the 
feedback from the consultation exercise on the various topics and issues.  
 
The Consultation Feedback 
 
2.3 In response to the consultation, a total of 74 submissions 
were received (including nine late submissions), 5  mainly from 
stakeholders in the patent-related fields including various industrial 
associations and professional organisations, academia, the legal 
profession, as well as the business and industrial sectors.  The views and 
comments received on the key issues posed in the Consultation Paper are 
summarised at Annex B, and the main points are set out below –  

 
(a) Standard patents 

 
(i) The vast majority of respondents consider that 

the current re-registration system should be 
maintained.  

 
(ii) However, views on whether Hong Kong should 

have an OGP system are diverse.  Amongst 
those who support an OGP system in Hong 
Kong, there is a good measure of consensus 
that substantive examination should be 
outsourced to other patent office(s), at least in 
the short to medium term.  As regards the 

                                                 
5  Available at the websites of the Commerce & Economic Development Bureau  (www.cedb.

gov.hk/citb) and the Intellectual Property Department (www.ipd.gov.hk). 
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choice of patent office(s) to which substantive 
examination should be outsourced, many 
respondents consider SIPO to be an obvious 
and natural choice.   

 
(iii) On the other hand, those who question the need 

for an OGP system in Hong Kong doubt 
whether there would be a critical mass of OGP 
applications to support a cost-effective system. 

 
(b) Short-term patents 

 
(i) Quite a number of the respondents oppose the 

introduction of substantive examination to the 
short-term patent system.  Those who support 
substantive examination propose imposing a 
requirement for substantive examination before 
the patent owner can commence infringement 
proceedings. 

 
(ii) Some respondents suggest that the groundless 

threats provisions should be strengthened.   
 

(c) Regulation of patent agency services 
 
(i) Different views were received regarding 

regulation of patent agency services.  Some 
respondents support setting up a regulatory 
regime for providers of patent agency services 
in any event.  Others see a need for a 
regulatory regime only if an OGP system is to 
be introduced in Hong Kong. 
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(ii) Amongst those who favour a regulatory regime, 
there are different views as to whether Hong 
Kong should regulate the provision of some or 
all patent-related services.  

 
Patent Systems in Other Jurisdictions 
 
2.4 The Advisory Committee, apart from examining the 
submissions of respondents to the Consultation Paper, gave careful 
consideration to relevant research materials, including information on 
different aspects of the patent systems in other jurisdictions such as 
Mainland China, Singapore, Macao, Australia, the United States (US), the 
UK and New Zealand.  Details are set out in the following Chapters. 
 
Focus of Discussion 
 
2.5 The Advisory Committee first discussed the issue of whether 
an OGP system should be introduced in Hong Kong, as the direction for 
any change would affect the consideration of the remaining issues.  In 
examining the public views, positions of other jurisdictions, possible 
outsourcing options and other relevant factors, the Advisory Committee 
has borne in mind the long term goals to develop Hong Kong into an 
innovation and technology hub, to promote R&D, and to nurture the 
human capital in Hong Kong in such areas. 
 
2.6 Such a holistic perspective has enabled the Advisory 
Committee to take a broad view on whether an OGP system should be 
introduced, and, on this basis, on the related issues of whether the 
existing re-registration system should be maintained, whether changes 
need to be introduced to the short-term patent system and whether patent 
agency services should be regulated.  This Report sets out the Advisory 
Committee’s recommendations on the directions for changes that would 
better position Hong Kong’s patent system to meet our future economic 
needs.  Subject to the Administration’s decision on the way forward, the 
Advisory Committee will further advise on how best to implement the 
changes. 



  
 

CHAPTER 3 
 

Standard Patents 
 

Options 
 
3.1 The Advisory Committee explored the following three 
options as set out in paragraphs 1.53 to 1.55 of the Consultation Paper – 
 

(a) Option 1 : introduce an OGP system with 
substantive examination outsourced to 
other patent offices, in lieu of the current 
re-registration system; 

 
(b) Option 2 : introduce an OGP system with 

substantive examination outsourced to 
other patent offices whilst retaining the 
current re-registration system (with 
possible expansion of the list of 
designated patent offices); and 

 
(c) Option 3 : do not introduce an OGP system, but 

maintain the current re-registration 
system with possible expansion of the list 
of designated patent offices. 

 
Views from the Public Consultation 
 
(A) OGP System 
 
3.2 The Advisory Committee noted that views on the need to 
introduce an OGP system into Hong Kong are very diverse –   
 

(a) Most of the local trade associations such as the 
Chinese Manufacturers’ Association of Hong Kong, 
Federation of Hong Kong Industries support having 
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an OGP system in Hong Kong, whilst the Hong 
Kong Association of the Pharmaceutical Industry 
and the Licensing Executives Society China Hong 
Kong Sub-Chapter hold a contrary view.   

 
(b) The American Chamber of Commerce in Hong 

Kong and the Hong Kong General Chamber of 
Commerce express doubts about the demand for an 
OGP system in Hong Kong by, amongst others, 
questioning whether such introduction could attract 
the critical mass required for supporting a 
cost-effective OGP system. 

 
(c) The Hong Kong Institute of Patent Attorneys and the 

Hong Kong Institute of Patent Practitioners consider 
an OGP system beneficial to Hong Kong whereas 
the Law Society of Hong Kong, the Hong Kong 
Institute of Trade Mark Practitioners and the Asian 
Patent Attorneys Association Hong Kong Group do 
not see a business case for having an OGP system. 

 
(d) Patent practitioners, other groups and individual 

respondents are similarly divided in their views 
about the introduction of an OGP system in Hong 
Kong. 

 
3.3 Supporters of an OGP system consider that it would offer 
tangible and potential benefits including the following –  
 

(a) Facilitating more flexible and expedient examination 
procedures. 

 
(b) Allowing applicants to obtain patent protection in 

Hong Kong at a lower cost. 
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(c) Providing a better basis for (i) mutual recognition of 
patents granted by Hong Kong and Mainland China, 
or (ii) expedited processing of subsequent 
corresponding applications by SIPO which has done 
the examination before, by contracting out the 
substantive examination work to SIPO, which seems 
to be a natural choice at least in the initial stage. 

 
(d) Promoting direct communication between local 

enterprises and Hong Kong patent practitioners 
without language barrier, resulting in higher patent 
quality. 

 
(e) Encouraging local innovation and attracting 

enterprises to set up their R&D operations in Hong 
Kong, thereby promoting Hong Kong as a regional 
innovation and technology hub. 

 
(f) Stimulating the growth of patent agency business 

and helping to build up local patent professionals. 
 
(g) Creating added career opportunities for graduates 

with science and engineering background. 
 
(h) Promoting Hong Kong as the place of “first filing” 

for patents. 
 
3.4 On the other hand, commentaries questioning the presence of 
a business case for adopting an OGP system in Hong Kong include the 
following –  
 
 (a) It is doubtful as to whether there would be sufficient 

demand for supporting a cost-effective OGP system. 
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 (b) Cost of obtaining an OGP (particularly if the system 
is not supported by a sufficient critical mass) could 
be much higher than that of obtaining a patent under 
the current re-registration system, and the cost 
would almost inevitably be passed on to users; an 
OGP system if introduced should not be at the 
expense of re-registration system users; public funds 
should be spent on more worthy causes than 
providing subsidy to patent applicants. 

 
 (c) The current re-registration system is efficient and 

inexpensive; having an OGP system would 
complicate rather than streamline patent grant 
procedures; the international trend is moving away 
from duplicate patent examination. 

 
 (d) Introduction of an OGP system would not enhance 

the quality of standard patents granted which is 
already very high. 

 
 (e) There is no credible empirical evidence to support 

the notion that adopting an OGP system would 
stimulate local innovation. 

 
 (f) It is doubtful as to whether an OGP system with 

substantive examination outsourced would help 
develop and train patent professionals. 

 
 (g) It is doubtful as to whether the number of added jobs 

created for polytechnic graduates would justify the 
substantial resources and investment required for 
implementing and up-keeping an OGP system. 
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 (h) The availability of an OGP system is not a 
significant factor for deciding where to file a patent 
application. 

 
(B) Re-registration System 
 
3.5 The vast majority of respondents consider that the current 
re-registration system should be maintained.  Some respondents suggest 
that the list of designated patent offices should be expanded to include 
other patent offices. 
 
3.6 On the other hand, there are concerns that if the list of 
designated patent offices is expanded, the discrepancies between different 
patent systems may lead to inconsistencies in the scope of protection 
attached to patents based on patents granted by different designated 
patent offices.  Some individual respondents consider it unfair for Hong 
Kong to re-register patents granted by other jurisdictions without 
reciprocity. 
 
3.7 Others consider that no change to the present re-registration 
system is required. 
 
Considerations 
 
3.8 In the light of the diverse views received on the above issues, 
the Advisory Committee had focused on a more fundamental question, i.e. 
in what direction our patent system should go to meet the long-term 
economic development needs of Hong Kong, and had considered the 
issues from a much broader perspective, including the world economic 
context, the international patent landscape, Hong Kong’s situation, the 
strengths and weaknesses of the existing patent re-registration system, 
and the benefits and difficulties of introducing an OGP system in Hong 
Kong.  The Advisory Committee had also looked into the OGP systems 
in other jurisdictions, in particular Singapore and Macao where the 
substantive examinations are outsourced (a comparison of key features of 
their OGP systems at Annex C). 
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(A) World Economic Context 
 
3.9 The multilateral trading system spearheaded by the General 
Agreement on Tariffs and Trade (GATT) and later the World Trade 
Organization (WTO) has set a sea change to the world economy, resulting 
in significant increase in international trade, globalisation and emergence 
of new economies.  As the momentum continues well into the 21st 
century, one important consensus is that innovation is an engine of 
sustained economic growth in the future.  This has led to ever increasing 
competition for talents, investment, knowledge and R&D. 
 
3.10 Apart from the use of public funding, a policy instrument 
that governments may employ to promote innovation and technology is 
the design of their intellectual property (IP) system6 as part of the 
essential infrastructure.  The “World Intellectual Property Report 2011 – 
The Changing Face of Innovation” states, amongst others, that IP 
protection is one of the important factors in deciding where to conduct 
R&D, while most “new-to-the-world” research is conducted either in the 
US or in other high-income countries where IP protection tends to be 
strong.7  It is also noted that compared to other innovation policies, IP 
protection stands out in that it mobilises decentralised market forces to 
guide R&D investment.8 
 
3.11 According to a study conducted by Professor Paul Cheung 
Ying-sheung 9  of the University of Hong Kong for the Advisory 
Committee, it is noted that R&D investment and innovation are essential 
for maintaining competitiveness and promoting economic growth of the 
economies, especially for the well-developed ones.  IP-intensive 
industries require more investment to sustain competitiveness.  In 

                                                 
6  World Intellectual Property Organization (WIPO), “World Intellectual Property Report 2011

 – The Changing Face of Innovation” (p.82) (www.wipo.int/freepublications/en/intproperty/ 
944/wipo_pub_944_2011.pdf). 

 
7  See WIPO, “World Intellectual Property Report 2011 – The Changing Face of Innovation” (p.88). 

 
8  See WIPO, “World Intellectual Property Report 2011 – The Changing Face of Innovation” 

(p.103). 
 
9  Professor Cheung is a Member of the Advisory Committee. 
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addition to generating IP, investment in R&D leads to an increase in the 
value-added, revenue and export value per employee.  IP-intensive 
industries also create more jobs and higher annual average wage per 
worker compared to that of the non-IP-intensive industries.  As an 
illustration, Singapore pursued an aggressive policy in terms of increasing 
R&D expenditure, progressive revamp of its patent system to become an 
OGP one (paragraph 3.18 below), etc., and showed a more rapid growth 
in Gross Domestic Product (GDP) than Hong Kong in the past decade or 
so. 
 
3.12 Patent protection is a key component of an IP system, as it 
provides incentives for private firms to carry out R&D which is financed 
through the market place rather than government funds.  Countries with 
stronger patent rights tend to have greater export volume in 
patent-intensive sectors,10 and stronger patent rights are associated with 
faster industrial and economic growth.11  In a research regarding the 
                                                 
10  See Keith E Maskus and Lei Yang, “Patent Reforms and Export Specialization”, Research paper, 

University of Colorado at Boulder and Hong Kong Polytechnic University, 2011 
(web.lmdg.econ.au.dk/koldingfjord/maskus.pdf) – 

 
 “We find that, conditional on factor endowments and intensities, a country with stronger PRs 

[patent rights] tend to have greater exports to the United States in patent-intensive sectors.” (p. 1, 
emphasis added). 

 
 “The empirical results conform broadly with the underlying hypothesis that reforms in PRs can 

boost export performance in sectors that rely relatively more on patent protection.  More 
generally, the extent of this impact differs across industries that vary in their technology content as 
measured by R&D as a percentage of sales.  Moreover, we find that the effects of stronger PRs on 
exports in patent-intensive sectors are stronger in developed countries than in developing countries, 
but there was some convergence in these rankings late in the period.  The estimation also 
suggests that the impacts of PRs changes are heightened in high-technology and 
medium-technology industries relative to low-technology industries.” (p.30, emphasis added).  

 
11  See Albert G.Z. Hu and I.P.L. Png, “Patent Rights and Economic Growth: Evidence from 

Cross-Country Panels of Manufacturing Industries”, Research paper, National University of 
Singapore, 2010 (www.comp.nus.edu.sg/~ipng/research/patent_text.pdf) – 
 
“Using an ISIC 3-digit industry level database that spanned 54 manufacturing industries in over 72 
countries between 1981-2000, we found evidence that stronger patent rights were associated with 
faster industrial growth measured by value added. The impact of the stronger effective patent 
rights was economically significant, and became stronger in the 1990s compared to the 1980s. 
Further, the impact was stronger in advanced economies than in developing economies. Stronger 
patent rights promoted industry growth through productivity increases in the 1981-85 and 
1996-2000 periods and through more rapid factor accumulation in the 1986-90 and 1991-95 
periods.” (p.25, emphasis added).  
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effect of patenting on start-up companies, it was found that patenting was 
associated with higher subsequent asset growth.12  It has also been 
suggested that an effective patent regime which strengthens IP protection 
will help bring in foreign direct investment (FDI) and promote economic 
development.13 
 
3.13 It is also noted that IP not only drives change in the field of 
innovation but is itself also impacted by the changing innovation 
system.14  There has been a global growing demand for IP rights.  
Patent applications increased across the world from 800,000 in the early 
1980s to 1.8 million in 2009, with a shift towards Asian countries.15  IP 
rights have become increasingly tradable, with the emergence of new 
intermediaries and IP marketplaces. 16   Companies, universities and 
governments are implementing new IP policies to take advantage of the 
trend.17  Some economies are aspiring to become IP trading hubs. 
 
                                                 
12  See C Helmers and M Rogers, “Does Patenting Help High-Tech Start-Ups?”, Research paper, 

University of Oxford, 2008     
(www.epip.eu/conferences/epip03/papers/Rogers_HelmersRogersEPIPPatents14092008.pdf) – 
 

 “The Heckman model finds that the association between patenting and subsequent asset growth is 
around 7% (i.e. a start up that patents in 1999-2001 has a 7% high annual growth rate in 2001 to 
2005).  The 95% confidence interval for this point estimate is between 0.5% and 12.5%.  There 
is also some evidence that this association is higher for smaller firms. As is well known, the 
Heckman model results are sensitive to the assumptions it makes, suggesting that we should also 
note the results from the OLS estimator. These suggested a patent was associated with between 
9% and 20% higher subsequent annual growth.” (pp.13, 14, emphasis added).  

 
13  See H G Lim et al., “Impact of the Intellectual Property System on Economic Growth, Country 

Report – Malaysia”, WIPO-UNU Joint Research Project paper 
(www.wipo.int/export/sites/www/about-ip/en/studies/pdf/wipo_unu_07_malaysia.pdf ) –  
 

 “Concerning the impact of IPRs on FDI, the results show that there is a positive correlation 
between FDI inflows and the IP index.  This implies that a stronger IP protection attracts more 
FDI inflows.” (p.20, emphasis added). 

 
14  See WIPO, “World Intellectual Property Report 2011 – The Changing Face of Innovation” (p.52). 
  
15  See WIPO, “World Intellectual Property Report 2011 – The Changing Face of Innovation” (p.52). 
 
16  See WIPO, “World Intellectual Property Report 2011 – The Changing Face of Innovation” 

(p.60) – 
 

“the last decades have seen an increase in licensing and other IP-based collaborative mechanisms 
such as patent pools.  New intermediaries and IP marketplaces have also emerged.”  

 
17  See WIPO, “World Intellectual Property Report 2011 – The Changing Face of Innovation” (p.67).  
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(B) International Patent Landscape 
 
3.14 Given the above context, the patent system of an economy 
plays an important role in meeting its long term economic goals.  Patent 
registration is territorial.  Most countries run their own patent offices to 
determine the grant of patents and to maintain autonomy of their patent 
systems. 
 
3.15 Many industrialised countries have made use of patent 
protection as a policy instrument to promote economic growth by 
adopting an OGP system.  This is the case for advanced economies such 
as the US, the UK, Germany, France, Italy and Japan.  In general, an 
effective patent system should essentially uphold patent quality, provide a 
balanced dispute settlement mechanism, be user-friendly and facilitate 
international cooperation in extending patent protection beyond the 
domestic market.18 
 
3.16 At the other end of the spectrum, many least developed or 
developing economies, for various economic, historical and other reasons, 
accept a patent granted by a recognised industrial economy and 
accordingly offer local patent protection.  For example, the UK patent 
may be “automatically” extended to a number of smaller economies,19 
subject to the completion of certain registration formalities.  In general, 
these economies have rather insignificant economic powers and 
innovation may not be crucial at their stage of economic development. 
 
 
                                                 
18  See WIPO, “World Intellectual Property Report 2011 – The Changing Face of Innovation” (p.97). 
 
19  Such small economies include, for example, Bermuda, Cayman Islands, Fiji, Gibraltar, Grenada, 

Guernsey, Guyana, Jersey, Kiribati, Montserrat, Nauru, Saint Helena, Saint Kitts and Nevis, Samoa, 
Seychelles, Solomon Islands, Turks and Caicos Islands, and Tuvala.  The UK Patent Office 
website listed more economies in the same category 
(www.ipo.gov.uk/pro-policy/policy-information/extendukip.htm).  But research of this review 
cannot verify the information for some (e.g. Anguilla, British Virgin Islands, Falkland Islands, 
Sierra Leone, Isle of Man, Pitcairn Islands, Tanzania and Vanuatu) and finds that some have 
adopted an OGP system now (e.g. Antigua and Barbuda, Bahamas, Cyprus, Gambia, Malta, Saint 
Lucia, Saint Vincent and the Grenadines, Tonga and Uganda). 

  



 

-  17  - 

3.17 More relevant to the present review are economies which 
were or are on a similar post-GATT path of economic development as 
Hong Kong, such as Taiwan, Korea and Singapore (these four economies 
collectively referred to as “Newly Industrialized Asian Economies” by 
the Organization for Economic Cooperation and Development). 
 
3.18 Taiwan and Korea adopt an OGP system, with their patent 
laws tracing back to 1949 and 1961 respectively.  Singapore used to 
re-register UK patents and European patents designating the UK.  In 
1995, Singapore established its current OGP system, with substantive 
examination outsourced to other examination authorities.  It has recently 
passed the Patents (Amendment) Bill which, inter alia, has proposed to 
move the OGP system in Singapore from a “self-assessment” to a 
“positive grant” patent system.20  At the same time, the Intellectual 
Property Office of Singapore (IPOS) is developing in-house search and 
examination capabilities in key technological areas.  According to the 
website of IPOS, the in-house search and examination (with training 
supported by EPO and Japan Patent Office) is expected to start operations 
by mid-2013. 
 
3.19 These Asian economies are well-known for their R&D 
capabilities.  Innovation continues to be an important driver for their 
future economic growth.  The experiences of Singapore and Korea in 
adopting a proactive patent policy have been commended.21 
 
 
                                                 
20  Under the “self-assessment” system, patent applications that do not fully meet patentability 

requirements, that is, novelty, inventive step, and industrial applicability, can still be granted.  
Singapore is moving towards a “positive grant” system, where only applications that fully meet the 
patentability requirements can be granted. 

 
21  See K Idris, “Intellectual Property: A Power Tool for Economic Growth”, WIPO, 2003 

(www.wipo.int/freepublications/en/intproperty/888/wipo_pub_888_1.pdf) – 
 

“Using patents for economic development requires a pro-active patent policy (PPP) intrinsically 
related to economic development. The experiences of Singapore and the Republic of Korea with 
patent policy confirm the importance of a pro-active approach…. Handled properly, patents are 
efficient drivers of national innovation, R&D, product creation and business transactions that have 
beneficial macro and micro economic effects.” (p.17, emphasis added). 
 



 

-  18  - 

3.20 Other Asian economies are following a similar approach.  
Malaysia adopted a patent re-registration system until 1986, and Brunei 
Darrussalem, until 2011.  Both now adopt an OGP system.  Other 
ASEAN (Association of Southeast Asian Nations) countries like Thailand, 
Vietnam and Indonesia have also established their own OGP systems. 
 
3.21 Mainland China, which has risen since the late 1970s and 
now become the “world factory”, promulgated its patent law to provide 
for an OGP system in 1984.  Annual patent applications in 2010 
amounted to over 390,000, bringing SIPO to the second place in terms of 
filing volume among patent authorities in the world.22  Apparently, IP 
protection as a policy tool is central to China’s quest for industrialisation 
and economic development. 
 
3.22 A research survey of the 60 largest economies in terms of the 
GDP shows that 59 economies have their own OGP systems (in 1997), 
including economies similar in size to that of Hong Kong such as Israel, 
Finland and Singapore, as well as smaller economies such as Hungary 
and New Zealand.23 
 
3.23 The world patent landscape as discussed above suggests a 
certain degree of correlation between adopting, or migrating to, an OGP 
system and the stage of economic development. 
 
3.24 To reduce duplication in efforts by applicants as well as by 
patent offices adopting an OGP system, it seems there is an increasing 
reliance on international cooperation.  Through the Patent Cooperation 
Treaty (PCT) administered by WIPO, a national or resident of a PCT 
contracting state may file one “international application” with a single 
patent office, or with the International Bureau of WIPO in Geneva, in one 
language and with a single set of forms (and fees) instead of filing 
                                                 
22  See WIPO, “World Intellectual Property Indicators - 2011 Edition” (pp.39, 40). 
 
23  See Josh Lerner, “150 Years of Patent Protection”, NBER Working paper, National Bureau

of Economic Research, 2000 (pp. 10-15 and Table 1) (www.nber.org/papers/w7478). 
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numerous separate national and/or regional patent applications.  Such 
benefit has led to the increasing use of the PCT system.24  Separately, 
various patent examination authorities have begun to enter into bilateral 
Patent Prosecution Highway (PPH) 25  arrangements to expedite the 
examination process through mutual recognitions of certain examination 
reports, which facilitate applicants to file patent applications in other 
jurisdictions. 
 
(C) Long-term Vision of Hong Kong 
 
3.25 As an exemplary beneficiary of the multilateral trading 
system, Hong Kong had transformed from an entrepôt to a light industrial 
economy, thriving as a base for Original Equipment Manufacture (OEM) 
with a limited role in innovation and R&D.  The rise of other industrial 
economies in the region around the same time, together with the opening 
up of Mainland China since the late 1970s and its steadfast emergence as 
a world factory, have brought intense competition and significant 
challenges as well as opportunities to Hong Kong.  Market forces have 
caused Hong Kong to further develop into an international financial and 
commercial centre.  While the services sector now accounts for about 
93%26 of the Hong Kong economy, the industrial sector remains a key 
player, focusing on high value-added activities such as R&D, 
management (as headquarters) of manufacturing bases outside Hong 
                                                 
24  See WIPO, “PCT Yearly Review: The International Patent System 2012 Edition” 

(www.wipo.int/export/sites/www/freepublications/en/patents/901/wipo_pub_901_2012.pdf) –  
  
 “International patent filings under the WIPO-administered Patent Cooperation Treaty (PCT) set a 

new record in 2011 with 181,900 PCT applications – a 10.7% increase on 2010 and the fastest 
growth since 2005.” (p. 10). 

 
25  A PPH is a bilateral agreement between two patent offices.  Under a PPH agreement, a patent 

applicant can request an accelerated processing of the patent application at the patent office of 
second filing (OSF), when the patent office of first filing (OFF) has already found corresponding 
patent claims allowable.  A PPH establishes a process whereby the OSF makes use of the work 
already carried out by the OFF in relation to the same invention.  The OSF can process the patent 
application quicker because the examination process begins at a more informed level.  However, 
the OSF is not compelled to follow the opinion of the OFF and may make its own decision on 
whether to grant a patent. 

 
26  See the Hong Kong fact sheet of January 2012 

(www.gov.hk/en/about/abouthk/factsheets/docs/service_economy.pdf). 
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Kong, design and innovation, technology transfer, etc., taking full 
advantage of the opportunities offered by Mainland China. 
 
3.26 In tandem, government policy has been evolving to support 
the economic changes.  Most significantly, into the 21st century, the 
Administration sets out a clear vision to promote and exploit innovation 
and technology as drivers for future growth to race towards a 
knowledge-based economy amidst increasingly intense competition 
brought about by globalisation and in collaboration with Mainland China 
with all of its offerings in store. 
 
3.27 The goal is to turn Hong Kong into an innovation and 
technology hub, attracting capital, talents, technology, know-how, etc., 
and creating a clustering effect.  Accordingly, significant investments 
have been made by the Administration in many policy initiatives since 
1999, notably – 
 

(a) Setting up the Innovation and Technology Fund with 
an injection of $5 billion. 

 
(b) Establishing the Innovation and Technology 

Commission and the Hong Kong Applied Science 
and Technology Research Institute. 

 
(c) Developing the Hong Kong Science Park, Industrial 

Estates and Cyberport as essential infrastructure. 
 
(d) Setting up five R&D centres in five focus areas 

(namely (i) automotive parts and accessory systems, 
(ii) information and communications technologies, 
(iii) logistics and supply chain management enabling 
technologies, (iv) nanotechnology and advanced 
materials, and (v) textiles and clothing) to drive and 
co-ordinate applied R&D. 
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(e) Establishing the R&D Cash Rebate Scheme to 
encourage more private sector investment in R&D 
and collaboration with public research institutions. 

 
3.28 Such efforts are continuing.  The National 12th Five-Year 
Plan, which was promulgated in March 2011, affirmed the Central 
People’s Government’s support for Hong Kong in furthering innovation 
and technology development.  Through Mainland China/Hong Kong 
Science and Technology Cooperation Committee and working with the 
State Ministry of Science and Technology, the Administration has 
formulated and implemented initiatives to dovetail with the 12th 
Five-Year Plan to enhance Hong Kong’s participation in the national 
roadmap of technology development.  In addition, the governments of 
Hong Kong SAR and Shenzhen have formed the “Shenzhen-Hong Kong 
Innovation Circle” to promote technological collaboration between the 
two places. 
 
3.29 In this context, the IP system is an integral part of the whole 
equation in the quest for innovation.  The Hong Kong patent system has 
remained essentially one of re-registration, even after the enactment of 
the Ordinance in 1997 which was formulated based on the 
recommendations of a review conducted between 1986 and 1993 when 
Hong Kong had a very different economic structure from now.  
Although the re-registration system has served Hong Kong well for a 
long time, as Hong Kong moves further away from being an OEM centre, 
time is ripe to consider whether there are changes that may contribute 
better to the promotion of innovation in the long run, while preserving the 
strengths of the present system. 
 
3.30 Another point to note is the feasibility for Hong Kong to 
promote itself as a regional IP trading hub (paragraph 3.13 above).  With 
sound financial and legal systems, a low-tax regime and a pool of 
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world-class business professionals, Hong Kong has long been a 
jurisdiction engaging in different kinds of IP transactions.  With 
overseas IP owners eagerly eyeing the Asian market, Hong Kong is well 
placed to develop into a regional market place for providing professional 
services in licensing, franchising and registration in the IP fields.27  One 
key factor to such possible development would be the supply of talents 
and expertise in various professional services, in particular IP 
practitioners. 
 
(D) Strengths and Weaknesses of the Existing Patent Re-registration 

System 
 
3.31 As brought out by the consultation exercise, Hong Kong’s 
re-registration system enjoys much notable strength.  The majority of 
respondents support its retention irrespective of whether an OGP system 
will be set up in Hong Kong.  The strengths of the current re-registration 
system are set out below – 
 

(a) Strong IP protection 
 

All three designated patent offices conduct in-house 
substantive examination for patent applications.  
The quality of the patents granted is high and on par 
with international standards.  There is a well 
established legal system in Hong Kong for enforcing 
patent rights.  Hong Kong also provides first-class 
dispute resolution services that meet the needs of 
different stakeholders. 
 

                                                 
27  Development of IP trading activities has been happening in Hong Kong.  As a regional platform for 

technology trading, Hong Kong exported US$1.1 billion in technology to Mainland China in 2010.  
That put Hong Kong sixth in the world in taking technology to Mainland China.  See Trade 
Development Council, “Hong Kong grows as a regional intellectual property market”, September 2012. 
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(b) Cost-effectiveness 
 
Many applicants for standard patents in Hong Kong 
also seek patent protection in other economies, 
including our major trading partners Europe and 
Mainland China.  If the applicants have already 
applied for a patent in one of the designated patent 
offices, the time and costs for obtaining a standard 
patent in Hong Kong are fairly insignificant, with 
good assurance about the validity of their patents.28 
 

(c) User-friendliness 
 
The present system is generally seen as user-friendly.  
It allows applications to be filed in either English or 
Chinese.  Applicants may communicate directly 
with the Patents Registry.  Examinations are mainly 
a matter of formality checking instead of substantive 
examination on patentability. 
 

(d) Credibility of the system 
 
The system has been operating effectively since 
1997 and local and overseas users are very familiar 
with the procedures and practices in relation to filing 
patent applications in Hong Kong.  Together with 
the high quality of patents granted, the system has 
high credibility. 

 
3.32 Nevertheless, there are also weaknesses inherent to a 
re-registration system dependent on original patents granted elsewhere as 
set out below – 
 

                                                 
28  There could be no total assurance of validity even for patents granted after substantive examination, 

as such patents may still be the subject of revocation proceedings on the ground that the invention is 
not a patentable invention. 
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(a) Lack of control 
 

Given the crucial role played by patent institutions 
in shaping innovation incentives, 29  the current 
system does not allow control over essential matters 
to ensure that it is meeting the changing needs of 
Hong Kong.  For instance, the time required to 
process the designated patent applications (an 
average of 25 months in SIPO, and 43.9 months at 
EPO),30 the cost and fee structure, and the patent 
standards are, to a certain extent, affected by the 
laws and practices of the designated patent offices. 
 

(b) Inconvenience to local inventors 
 
An applicant who wants to seek patent protection in 
Hong Kong alone cannot apply for a standard patent 
directly in Hong Kong.  He has to first file a patent 
application at one of the designated patent offices.  
The application takes time and may involve 
complicated procedures.  It may be costly, as 
foreign patent agents have to be engaged and extra 
filing costs are charged for filing an application at 
the designated office.  This extra step of filing the 

                                                 
29  See WIPO, “World Intellectual Property Report 2011 – The Changing Face of Innovation” 

(p.12) – 
 

 “economic research has come to recognise the crucial role played by patent institutions in shaping 
innovation incentives.  Patent institutions perform the essential tasks of ensuring the quality of 
patents granted and providing balanced dispute resolution. Unprecedented levels of patenting have 
put these institutions under considerable pressure.  Many patent offices have seen growing 
backlogs of pending applications.” “The choices patent offices face can have far-reaching 
consequences on incentives to innovate.  These include the amount of fees to charge, how to 
involve third parties in the patenting process, how best to make use of [Information and 
Communication Technologies] and the level and type of international cooperation to pursue.  In 
making these choices, a key challenge is to reconcile incentives for efficient office operations with 
a patenting process that promotes society’s best interest.” 

 
30  The average duration is calculated according to the patent examination pendency between 2005 

and 2009 stated in the Annual Reports of EPO and SIPO. 
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designated application may discourage domestic 
inventor who merely wants to apply for a domestic 
patent.31 
 

(c) Positioning of our patent system 
 
A re-registration system may be perceived as a 
second-grade patent system given the international 
trend of adopting or moving towards OGP systems.  
This perception does not facilitate Hong Kong in 
promoting innovation or developing into an IP 
trading hub.  Given competing choices of places to 
invest in R&D activities, some enterprises might not 
perceive Hong Kong, being outside the OGP 
mainstream, to be very attractive. 

 
(E) Benefits of an OGP System vis-à-vis Re-registration 
 
3.33 The following is a list of the various benefits of an OGP 
system that are not necessarily available in a re-registration system – 
 

(a) Promotion of R&D and related investment 
 

An OGP system tailor-designed to meet the specific 
needs of Hong Kong, provided that it is effective in 
ensuring patent quality and stringent IP protection, 
may facilitate Hong Kong to develop into an 
innovation and technology hub in the long run.  It 
may attract and encourage local and foreign 
enterprises to make R&D investment and set up 
their operations in Hong Kong.  With more 
innovations and inventions being originated 
domestically, Hong Kong may be promoted as the 
place of first-filing of patent applications. 

 
                                                 
31  See Biswajit Dhar and C. Niranjan Rao, “International Patent System: An Empirical Analysis”, 

2002 (p.20) (www.wipo.int/export/sites/www/about-ip/en/studies/pdf/study_b_dhar.pdf). 
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(b) Autonomy 
 

An OGP system would allow Hong Kong to 
determine patentability criteria and standards, 
procedures, practices and other matters in 
accordance with our own requirements, in a way that 
would best meet the economic needs of Hong Kong. 

 
(c) Positioning of Hong Kong on the world IP map 

 
Establishing our own OGP system may demonstrate 
to inventors, investors and traders alike Hong 
Kong’s commitment to IP protection by developing 
a patent system on par with those of advanced 
economies and others which aspire to drive 
economic growth through innovation, thereby 
raising the international profile of Hong Kong. 
 

(d) User-friendliness for local applicants 
 
An OGP system would allow local applicants to 
obtain patent protection in Hong Kong directly, 
without first going through another designated office.  
For those applicants who only want to obtain patents 
in Hong Kong, this direct filing route is more 
efficient and user-friendly.  Besides, applicants 
may communicate directly with the Patents Registry 
or local agents, without the need to engage foreign 
patent agents for communicating with the designated 
office. 
 

(e) Development of human capital 
 
An OGP system could create opportunities for Hong 
Kong in terms of nurturing and attracting talents, 
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stimulating the growth of patent agency business 
and widening career paths for graduates with science 
and engineering degrees.  It is noted that some 
educational institutions in Hong Kong have started 
conducting courses in relation to patent-related 
services.32  An OGP system may encourage more 
education institutions in Hong Kong to provide 
courses in this area to nurture the required human 
capital. 
 

(f) Development of patent examination capacity 
 
Even if outsourcing is the initial arrangement to 
make, an OGP system may provide a basis or 
starting point for Hong Kong to develop its own 
patent examination capacity in the long run to 
perfect the Hong Kong patent system, which should 
be the ultimate goal to be achieved. 
 

(g) Starting point of international cooperation 
 
With an OGP system, Hong Kong may explore 
further international cooperation opportunities, such 
as the PPH and PCT arrangements, in facilitating 
local patent applicants to obtain patent protection in 
other jurisdictions. 
 

(h) Business case 
 
Subject to negotiation and agreement with relevant 
examination authorities on possible outsourcing 
arrangements, appealing features may be built into 

                                                 
32  As an illustration, the University of Hong Kong has been offering the SEAD course in relation to 

patent drafting conducted by overseas registered patent agents/attorneys. 
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the OGP system so as to attract applicants to use it 
instead of the current re-registration system.  Such 
features may include, inter alia, the speed of 
processing an OGP application, the language 
requirement, the direct communication between the 
applicant and the examiner, the recognition of the 
substantive examination result by other patent 
offices, etc. 

 
(F) Difficulties in Introducing an OGP System 
 
3.34 On the other hand, the Advisory Committee noted the 
following difficulties in introducing an OGP system – 
 

(a) Effectiveness of the patent system 
 

In establishing an OGP system, it is important to 
ensure high quality and strong protection of the 
patents granted, as well as to maintain a 
user-friendly system.  Careful and detailed 
planning in advance for implementation would be 
necessary. 

 
(b) Talents 

 
Based on overseas experience, a large number of 
technical experts will be required for developing an 
OGP system with search and examination 
capabilities.  The local supply of talents may not be 
sufficient in the short to medium term as currently 
there are not many institutions providing courses 
related to professional patent services in Hong 
Kong. 
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(c) Library/Database 
 

There is no existing library/database at the Patents 
Registry which provides the reference materials in 
the science and engineering aspects involved in 
substantive examination.  Considerable resources 
have to be assigned to build such infrastructure. 
 

(d) Time required 
 

Setting up an OGP system with substantive 
examination capability would take substantial time 
as it requires, inter alia, the building up of technical 
expertise, comprehensive databases and 
infrastructure, the drafting of procedures and 
manuals for examination, and the setting up of a 
review mechanism.  Legislative change is also 
required.  Taking Singapore as an example, it will 
have taken more than 17 years before it starts 
conducting its own substantive examination after 
adopting an OGP system in 1995 (paragraph 3.18 
above). 
 

(e) Outsourcing as an interim arrangement 
 

The above difficulties may be mitigated to a certain 
extent by outsourcing the substantive examination to 
other patent offices, which may be a more feasible 
approach in the short to medium term.  But the 
arrangement itself is not straight-forward, with all 
the necessary negotiations with the potential 
outsourcing patent offices on the implementation of 
substantive examination, regarding for example, the 
examination standards, the procedure and interface 
for document transfer, and the review mechanism.  
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(f) Costs 
 

Considerable costs will inevitably be incurred in 
setting up and running an OGP system.  Currently, 
the fees charged by the Patents Registry are set at a 
cost recovery level in accordance with section 149(6) 
of the Ordinance.  There are concerns about 
whether there will be sufficient market demand to 
make a business case for the OGP system.  Some 
see any government subsidy unfair.  

 
(G) Case for Expansion of the Re-registration System 
 
3.35 While there is general consensus from the consultation 
exercise to retain the re-registration system, some further suggest an 
expansion in the recognition of patents granted by other patent offices, in 
addition to the three current designated patent offices.  Some 
implications are pertinent –  
 

(a) Entrenchment of the re-registration system 
 

Expanding the recognition of foreign patents would 
entrench the re-registration system and go against 
the general direction of setting up an OGP system in 
Hong Kong.  In taking Hong Kong’s patent system 
forward, it is for consideration that an exclusive 
approach should be followed to avoid sending 
conflicting signals to stakeholders.  

 
(b) Benefits and costs 

 
Expanding the recognition of foreign patents does 
not appear to add much benefit to what we are 
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already enjoying under the present system.  On the 
contrary, the addition of other patent authorities may 
complicate the existing system.  The discrepancies 
between different patent systems may also lead to 
inconsistencies in the scope of protection attached to 
patents based on patents granted by different 
designated patent offices.33   

 
The Direction for Change 
 
3.36 The Advisory Committee reviewed all of the above 
considerations and agreed that a long-term strategic view on the future 
patent system for Hong Kong should be taken, which should not be 
clouded by immediate difficulties.  The next step to take, even on a pilot 
basis, should help Hong Kong to develop into a regional innovation and 
technology hub, taking advantage of the opportunities offered by 
Mainland China, as well as the increasing demand for and tradability in 
IP rights. 
 
3.37 In this light, the Advisory Committee favours moving 
towards the OGP direction, accepting that some of the perceived 
difficulties are genuine concerns but not insurmountable.  Most 
importantly, the way forward to take must not be at the expense of 
compromising patent quality, user-friendliness and effectiveness of our 
present patent system.  With reference to the three options set out in the 
Consultation Paper (paragraph 3.1 above) – 
 

(a) Option 1 appears too ambitious, running a high risk 
of compromising the patent quality and general 
effectiveness of our patent system.  It is contrary to 

                                                 
33 The selection of the current three designated patent offices is more historical. The UK Patent 

Office and EPO (for applications designating UK) were included to preserve the pre-1997 position, 
while SIPO was added because of the relationship between Hong Kong and Mainland China after 
China assumed sovereignty in 1997. 
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the consensual views from the consultation exercise 
that the re-registration system should be maintained 
regardless whether there is an OGP system. 

 
(b) Option 2 offers a way forward which is more in line 

with the long-term vision of developing Hong Kong 
into a regional innovation and technology hub. 

 
(c) Option 3 will entrench Hong Kong at where it is, 

which may thus lose the opportunity to nurture its 
human, structural and relational capital, and 
therefore, compromise its competitiveness and 
economic growth. 

 
Recommendations 
 
3.38 To conclude, having regard to the long term economic 
development needs of Hong Kong, the Advisory Committee agrees that it 
is time for Hong Kong to adjust its patent system as part of the 
infrastructure which will help Hong Kong achieve its vision of becoming 
a world class innovation and technology hub, and to keep up with the 
patent systems of the other developed or developing countries.  It 
recommends Option 2 as the most logical direction to take: introduce an 
OGP system with substantive examination outsourced to other patent 
offices whilst retaining the current re-registration system. 
 
3.39 The Advisory Committee also suggests the following 
preliminary parameters in further exploring Option 2 – 
 

(a) In order to reap as much as possible the benefit of an 
OGP system as envisaged, it is important for Hong 
Kong to develop in the long run a full-fledged 
version with indigenous substantive patent 
examination capacity (in specific areas where 
appropriate).  
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(b) Building indigenous substantive patent examination 
capacity will take time.  As a start, Hong Kong 
should outsource substantive examination to one or 
more reputable and authoritative patent office(s) so 
as to ensure the high quality of the patents granted 
under the new regime. 

 
(c) There should be careful planning on the 

implementation details, notably the outsourcing 
office(s) and arrangements, for tackling the 
difficulties as envisaged (paragraph 3.34 above), and 
building in appealing features or advantages to 
attract users (paragraph 3.33 above). 

 
(d) Meanwhile the present re-registration system should 

continue to run in parallel to the OGP system, with 
no expansion of the possible designated patent 
offices, to ensure continuous strengths of the patent 
system.  While users may have a choice between 
the two, they should be encouraged to take 
advantage of the local OGP route. 

 
(e) Such a modest approach may help strengthen Hong 

Kong’s IP infrastructure to accumulate expertise and 
experience, nurture our own human capital 
(especially in science and engineering disciplines 
that support our niche industries or sectors34) and 
encourage development of the patent agency 
business.  It may also form a basis to explore 
further advantages of an OGP system (like PPH 
against an outsourcing background) (paragraph 
3.33(h) above). 

 

                                                 
34  cf. the five focus areas of the government-sponsored R&D centres (paragraph 3.27(d) above). 
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(f) Depending on users’ acceptance of the new regime 
and positive developments that may be brought 
about, consideration should be given to developing 
in incremental stages in-house substantive patent 
examination capacity (at least focusing on some 
specific technological areas on which Hong Kong 
has acquired considerable expertise). 

 
3.40 The Advisory Committee will further advise the 
Administration after the latter has taken a decision on the way forward 
and map out the implementation details in the light of the above 
recommendations.  



  
 

CHAPTER 4 
 

Short-term Patents 
 
 
Options 
 
4.1 The Advisory Committee explored the following three 
options as set out in paragraphs 2.27 to 2.30 of the Consultation Paper – 
 

(a) Option 1 :  maintain the status quo of the 
 short-term patent system; 
 

(b) Option 2:  refine the short-term patent system; and 
 

(c) Option 3:  discontinue the short-term patent 
 system. 

 
Views from the Public Consultation 
 
4.2 The vast majority of respondents to the public consultation 
consider that the short-term patent system should be retained.   
 
4.3 While some consider that no change is required, others 
favour changes in the following aspects –  
 

(a) Substantive examination of short-term patents 
 

Quite a number of the respondents oppose the 
introduction of substantive examination to the 
short-term patent system as this would defeat  
the purpose of short-term patents in offering a fast  
and inexpensive means of protection.  However,  
there are suggestions on requiring substantive  
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examination before commencement of infringement 
proceedings. 

 
(b) Extending the maximum term of protection of 

short-term patents 

 
Some respondents do not see the need for change of 
the maximum term of protection while others 
support an extension from eight to 10 years, which 
should be more in line with the international trend. 

 
(c) Increasing the maximum number of independent 

claims  
 

Views from respondents varied on this.  While 
some prefer keeping the system simple, there are 
suggestions that more claims can be allowed against 
payment of higher application fees. 

 
(d) Modifying the groundless threats provisions under 

section 89 of the Ordinance 

 
Some respondents have mentioned that the 
provisions on groundless threats should be 
strengthened, e.g. a threat should be considered 
unjustified if the short-term patent was granted on 
the basis of an “unclean” search report. 

 
Overview 
 
4.4 In considering the way forward for the short-term patent 
system, the Advisory Committee had taken into account views received 
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on the above issues, as well as the special role of the short-term patent 
system in Hong Kong, which is to supplement the standard patent system 
by offering protection to inventions with a shorter commercial life cycle.  
The Advisory Committee had also looked into other jurisdictions which 
have a lesser patent system similar to the short-term patent system in 
Hong Kong, including Australia, Mainland China, Denmark, Germany 
and Japan (a comparison of key features of their lesser patent systems at 
Annex D).   

 
Retention of the Short-term Patent System 
 
Considerations 
 
4.5 Unlike the re-registration system for standard patents which 
could be traced back to the early 20th century, the short-term patent 
system was only introduced in Hong Kong in 1997 when our patent 
system was localised.35  There have since been a good number of 
applications and subsequent grants of short-term patents.36  It is apparent 
that the short-term patent system is serving the intended purposes by 
offering a fast and inexpensive means of protecting inventions with a 
limited commercial life span in the market.  It encourages local 
inventions for exploiting the indigenous market early, without the need 
for seeking full-fledged standard patent protection first in one of the three 
designated patent offices outside Hong Kong which may otherwise incur 
considerable time and expenses. 

 
4.6 The present system also has the advantage of providing a 
convenient and inexpensive way of securing a Paris Convention priority 
date for subsequent standard patent application elsewhere or in Hong 

                                                 
35  Enacted in 1997, the Ordinance repealed the then Registration of Patents Ordinance which hitherto 

provided for re-registration of patents obtained in the UK and EPO (designating the UK).  
 
36  See Annex E. 
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Kong.  This should not only help incubate new and developing 
technology-based companies but also encourage local and outside 
investors to build R&D capability in Hong Kong.  This is all the more 
important with our aspiration to become an innovation and technology 
hub. 

 
4.7 The retention of the short-term patent system would also be 
compatible with the introduction of an OGP system in Hong Kong as 
recommended in Chapter 3.  The proposed new OGP system may 
naturally become the full-fledged infrastructure for granting standard 
patents with all the rigours of formalities and substantive examinations.  
The original objective of providing for a supplementary short-term patent 
system with mitigating features but lesser protection will remain valid 
without conflicting with the proposed OGP system.  Several overseas 
jurisdictions (paragraph 4.4 above) have also established a dual patent 
system by running an OGP system and a lesser patent system in parallel. 

 
Recommendation  
 
4.8 In light of the aforesaid considerations, the Advisory 
Committee recommends that the short-term patent system should be 
retained. 
 

Possible Changes for Refinement 
 
4.9 The following changes had been considered by the Advisory 
Committee – 

 
(a) Introducing substantive examination into the 

short-term patent system. 
 

(b) Extending the maximum term of protection. 
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(c) Relaxing the number of independent claims.  

 
(d) Lowering the patentability criteria. 

 
(A) Substantive Examination of Short-term Patents 

 
4.10 A mechanism for substantive examination may deter abuse, 
reduce litigation and discourage registration of non-patentable inventions 
on the one hand, but impair the user-friendliness and increase costs on the 
other.  The following questions were set out in the Consultation Paper – 
 

(a) Timing – whether substantive examination should be 
carried out before or after the short-term patent is 
granted, and if it is to be carried out after grant, at 
what point of time should it be carried out 
(paragraphs 4.11 - 4.21 below)? 
 

(b) Mandatory or optional – whether substantive 
examination should be made a mandatory 
requirement or optional, for example, whether it 
should be a condition for commencement of 
infringement proceedings (paragraphs 4.11 - 4.21 
below)? 

 
(c) Who may request substantive examination – if 

substantive examination is optional, whether the 
patent owner or a third party or both should be able 
to request substantive examination (paragraphs 4.22 
- 4.23 below)?  
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(d) Who should pay for the costs of the substantive 

examination – if substantive examination may be 
requested by a third party, whether the costs should 
be borne by the patent owner, the third party, or split 
between them (paragraphs 4.24 - 4.27 below)?  

 
Timing and mandatory/optional (questions (a) and (b) of paragraph 
4.10 above) 
 
Considerations 
 
4.11 The imposition of a mandatory requirement of substantive 
examination before grant would defeat the underlying purpose served by 
the short-term patent system.  On the other hand, requiring substantive 
examination before commencement of an infringement action regardless 
of whether the short-term patent at issue was granted on the basis of a 
“clean” report can assist the court in determining the patent validity issue. 

 
4.12 The existing Patents Ordinance contains provisions 
governing court proceedings in relation to short-term patents.  Section 
129(1) of the Ordinance provides that in any proceedings before a court 
for the enforcement of rights conferred under the Ordinance in relation to 
a short-term patent – 

 
(a) It is for the patent owner to establish the validity of 

the patent, and the fact that the patent has been 
granted shall be of no account in that regard. 

 
(b) Evidence by the patent owner which is sufficient to 

establish prima facie the validity of the patent shall 
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in the absence of evidence to the contrary be 
sufficient proof of such validity.37 

 
4.13 The suggestion of requiring substantive examination of a 
short-term patent before court proceedings is in line with the principle 
enshrined in section 129(1) by putting the onus of proof of patent validity 
on the patent owner, and the proposed substantive examination may be 
introduced as a tightening or elaboration of the current statutory 
requirements. 

 
4.14 As regards the pre-action stage concerning the making of 
threats of proceedings, such threats (for example those made at trade fairs) 
can be insidious and intimidating in nature.  The patentee who is making 
the threat normally has better support and resources, and may also be 
legally represented.  If the recipient of the threat is not suitably advised 
or cannot afford legal representation, he/she is likely to succumb to that 
threat.  It is not in the public interest for a patentee to make a threat of 
infringement proceedings merely based on a non-examined short-term 
patent which does not in fact meet the patentability requirements.  There 
are suggestions on whether substantive examination of a short-term 
patent should be required before a short-term patentee can make a threat 
of intended infringement action (as opposed to commencing infringement 
proceedings).   
 
4.15 The existing Patents Ordinance has provided for a safeguard 
against abuse in its section 89 entitled “Remedy for groundless threats of 
infringement proceedings”.  In essence, section 89(1) provides that a 
person aggrieved by such threats may bring court proceedings against the 
patent owner (or any other person making the threats) to seek relief.   
 

                                                 
37 There is no similar provision in relation to standard patents, as apparently such patents have 

already been subject to substantive examination when first registered in a designated patent office 
outside Hong Kong. 
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Section 89(2) further provides that the person aggrieved by the threats 
would be entitled to the relief unless – 

 
(a) the defendant (for example, the patent owner) proves 

that the acts in respect of which proceedings were 
threatened constitute, or if done, would constitute an 
infringement of a patent; and 

 
(b) the patent alleged to be infringed is not shown by the 

plaintiff (i.e. the person aggrieved by the threats) to 
be invalid in a relevant respect. 

 
4.16 The above condition (b) imposed by section 89(2) carries a 
presumption of validity of a patent grant, and seemingly raises an 
inconsistency with section 129(1) of the Ordinance as far as short-term 
patents are concerned.38   
 
4.17 To reconcile the matter and to consider the question of 
whether to make substantive examination of short-term patents as a 
pre-requisite for making threats of infringement proceedings, one needs 
to bear in mind the basic point that a short-term patent needs no 
substantive validity check before registration in Hong Kong and it should 
be reasonable for the one relying on it to provide certain proof as to its 
validity.  The issues are how best for the system to strike a reasonable 
balance between the legitimate interest of a patentee and that of a 
recipient of a threat of infringement actions and to save potential costs in 
formal court proceedings which may be presided over by non-specialist 
judges by tackling technical issues beforehand as far as possible. 

                                                 
38 There is no such perception of inconsistency in the case of standard patents to which section 89 

equally applies, as apparently such patents have already undergone substantive examination upon 
their first grant in a designated patent office outside Hong Kong.  Section 89 is similar to a 
corresponding provision in the Patents Act 1977 of the UK which does not have a lesser patent 
system. 
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4.18 Should substantive examination of short-term patents be 
made a pre-requisite requirement for making threats of infringement 
proceedings, it might have the practical effect of requiring a short-term 
patentee to obtain an examination report as early as possible (given the 
time and efforts required) before the occurrence of an infringement in 
order to avoid delay in enforcing his patent rights.  This would in a way 
equate a short-term patent with a standard patent, which may be seen as 
contrary to the underlying rationale of the short-term patent system. 
 
4.19 It would appear more reasonable to require the patentee to 
provide sufficient information of the patent and supporting documents 
when making the threats to facilitate the threatened party in making an 
informed decision of whether and how to respond to the threats.  
Legislative amendments may be necessary to provide for such a 
requirement and a remedy for non-compliance and to ensure the proper 
burden of proof in related court proceedings.39 
 

4.20 As regards the authority that could carry out substantive 
examination in relation to enforcement of short-term patents discussed 
above, the outsourced examination authority(ies) for the new OGP system 
would appear to be a natural choice.  That said, this may be a potential 

                                                 
39 In respect of overseas precedents, Australia, being the only common law jurisdiction amongst the 

five overseas jurisdictions studied in the Consultation Paper that have lesser patent systems 
comparable to the Hong Kong short-term patent system (Annex D), has a statutory provision to the 
effect that if threats are made based on an innovation patent (the Australian lesser patent system) 
which has not been certified, such threats are considered unjustifiable (Section 129A(1) of the 
Patents Act 1990).  The person aggrieved may then apply to the court for an injunction against the 
continuance of the threats and the recovery of any damages sustained by the applicant as a result of 
the threats. 

 
 Certification of an innovation patent in Australia refers to a post-grant procedure in which a patent 

owner or a third party may, at any time after grant of an innovation patent, requests the 
Commissioner of Patents to conduct substantive examination.  The Commissioner must examine 
the specification relating to the innovation patent to ascertain whether it meets certain 
requirements.  If the Commissioner is satisfied that the innovation patent meets the requirements, 
a certificate of examination will be issued to the patent owner and the innovation patent will be 
regarded as certified.  If the innovation patent fails to meet the requirements, it will be revoked by 
the patent office.  An appeal may be filed at the Federal Court against the patent office’s decision 
to revoke the innovation patent. 
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area where the Patents Registry may explore to play a more involved role, 
as the experience may assist development of our own substantive 
examination capacity under the OGP system. 
    
Recommendations  
 
4.21 In the above light, the Advisory Committee makes the 
following recommendations –  
 

(a) Substantive examination should be made a 
pre-requisite to commencement of infringement 
proceedings. 
  

(b) A short-term patentee, when making a threat of 
infringement actions, should furnish the person to 
whom the threat was made full particulars about the 
short-term patent in question, including, in particular, 
the search report(s) and any other relevant 
documentation (including but not limited to details 
of amendment to the patent, if any) in support of the 
threat.  

 
(c) A failure to produce the requisite supporting 

documents on the part of the patentee who makes a 
threat of infringement proceedings should have the 
legal effect of rendering the threat groundless, which 
enables the party aggrieved by the threat to seek a 
legal remedy. 

 
(d) Appropriate legislative amendments should be 

considered to give effect to the above and to address 
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the inconsistency in the burden of proof of patent 
validity as contained in the existing section 89(2) in 
relation to short-term patents. 

 
(e) The Patents Registry may take advantage of the 

above new enforcement requirements of short-term 
patents to explore a more involved role in working 
with the outsourced examination authority(ies) to 
meet the possible demands. 

 
Who may request substantive examination (question (c) of paragraph 
4.10 above) 
 
Considerations 
 
4.22 Apart from the patentees who may request substantive 
examination of their patents at any time to support their enforcement 
actions, a third party having a legitimate concern or doubt about the 
validity of a short-term patent should be allowed to request substantive 
examination of the patent.  This is in line with the safeguard against 
abuse in the current section 91 of the Ordinance which provides for an 
option for any person to initiate court proceedings to revoke a granted 
short-term patent on the ground that the invention is not patentable.  
Amongst the five jurisdictions with lesser patent systems as studied in the 
Consultation Paper, Australia, Denmark, Germany and Japan also permit 
a patentee and a third party to request substantive examination of the 
lesser patent. 
 
Recommendation 
 
4.23 In the above light, the Advisory Committee recommends that 
both the patentees and third parties having a legitimate concern or doubt 
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about the validity of a short-term patent should have the right to apply to 
the Patents Registry for substantive examination of a short-term patent. 

 
Which party should pay for the costs of substantive examination 
(question (d) of paragraph 4.10 above) 
 
Considerations 
 
4.24 The official application fee for substantive examination is 
normally payable by the applicant.  This is consistent with overseas 
practice.40 
 
4.25 Apart from examination fees, costs such as the professional 
charges of patent agents or attorneys may have to be incurred on the part 
of the patentee for responding to queries raised by the examination 
authority.   

 
4.26 Generally speaking, where the costs in relation to substantive 
examination have been incurred in relation to a particular proceeding, 
they may be recoverable under the general costs rule, in particular, that 
costs should follow the event. 

 
Recommendation 
 
4.27 The Advisory Committee recommends that the official fees 
for substantive examination of a short-term patent should be payable by 
the person making the request for such examination. 

 

                                                 
40 This is the position in the four comparable overseas jurisdictions in Denmark, Germany and Japan 

although Australia specifically provides that in a case where a third party requests a substantive 
examination report, half of the fee will be paid by the party making the request and the other half 
by the patent owner. 
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(B) Extending the Maximum Term of Protection 
 
Considerations 
 
4.28 Amongst the five jurisdictions with lesser patent systems as 
set out in Annex D, the maximum term of protection of innovation 
patents in Australia is eight years, whereas the maximum term of 
protection of lesser patents in the other four jurisdictions, namely 
Mainland China, Denmark, Germany and Japan, is 10 years. 

 
4.29 An obvious benefit is that extending the eight-year term of 
protection would enable the patentee to have extra time to market and 
realise additional commercial gain from the invention. 

 
4.30 On the other hand, extending the maximum term of 
protection of a short-term patent will lengthen the period of time during 
which members of the public cannot freely use the patented invention for 
commercial purpose without the consent of the patentee.  Besides, 
taking into account the fact that short-term patents are catered for 
inventions with a short commercial life cycle, extending the current 
maximum term of protection may not be seen as consistent with the 
original intention underlying the introduction of the short-term patent 
system. 

 
Recommendation 
 
4.31 In view of the above considerations, the Advisory Committee 
takes the view that the maximum term of protection should be 
maintained. 
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(C) Increasing the Maximum Number of Independent Claims 

 
Considerations 
 
4.32 As the short-term patent system is an unexamined system, 
there always exists an inherent uncertainty in the validity of the patent 
granted.  The current restriction in the number of independent claims 
can serve to keep the patent claims as simple as possible.   

 
4.33 Relaxing the current restriction may increase the degree of 
uncertainty in terms of the validity of short-term patents.  This may not 
be commensurate with the original intention underlying the introduction 
of a simple and speedy short-term patent system.  Further, allowing 
multiple independent claims in a single application may add incentives 
for one to apply for a short-term patent not meeting the patentability 
requirements thereby aggravating the potential room for abuse of the 
short-term patent system. 

 
4.34 Nevertheless, allowing short-term patent applications with 
multiple independent claims can reduce the costs of obtaining short-term 
patent protection and increase the flexibility of the system.  In particular, 
there is a case to further explore the possibility of allowing one short-term 
patent application to have not more than one independent claim for a 
product and one independent claim for a process, provided that they are 
related to one single invention. 

 
Recommendation 
 
4.35 The Advisory Committee recommends further exploring the 
possibility of allowing one short-term patent application to have not more 
than one independent claim for a product and one independent claim for a 
process, provided that they relate to one single invention. 
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(D) Lower the Patentability Criteria 
 
Considerations 
 
4.36 Of the five jurisdictions surveyed (Annex D), the lesser 
patents granted at least in Australia and Japan have a relatively lower 
inventive threshold. 

 
4.37 The present short-term patent system has the advantage of 
providing a convenient and inexpensive way of securing a Paris 
Convention priority date for subsequent standard patent application 
elsewhere or in Hong Kong.  If the patentability criteria of short-term 
patents are lowered, the filing of a short-term patent with a lower 
patentability might no longer be good enough to support a subsequent 
standard patent application. 

 
4.38 Further, the benefits of practitioners’ and users’ familiarity 
with the current patentability requirements and availability of case law on 
the standards to be met would be lost if the criteria are indeed lowered. 
 
Recommendation 
 

4.39 The Advisory Committee thus recommends that the current 
patentability criteria of short-term patents should be maintained. 
 
Summing Up 
 
4.40 To recap, the Advisory Committee recommends retention of 
the short-term patent system with a number of refinements in the 
direction proposed above, i.e. Option 2 of the Consultation Paper 
(paragraph 4.1 above). 



  
 

CHAPTER 5 
 

Regulation of Patent Agency Services 
 
Options 
 
5.1 The Advisory Committee explored the following two options 
as set out in paragraph 3.16 of the Consultation Paper –  
 

(a) Option 1: maintain the status quo; and 
 
(b) Option 2:  establish a regulatory regime for 

providers of patent agency services.  
 
Views from the Public Consultation 
 
5.2 The Advisory Committee noted the views from the public 
consultation exercise, which are summarised as follows – 
 

(a) Most respondents support some kinds of regulation 
on patent agency services.  Some respondents are 
of the view that a local regulatory regime for 
providers of patent agency services should be set up 
in any event whereas others consider that a local 
regulatory regime should be required only upon 
introduction of an OGP system in Hong Kong. 
 

(b) There are however different views amongst those 
who support a regulatory regime as to whether the 
provision of all or some of the patent-related 
services should be restricted to persons meeting 
certain qualifications or requirements, or whether 
restrictions should only be imposed on the use of 
particular titles. 
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(c) There are also some concerns that regulation may 

drive up fees of patent agency services, and some 
consider that no regulation is better than poor, 
ambiguous or sub-standard regulation. 
 

Overview 
 
5.3 The Ordinance and Patents (General) Rules (Cap. 514C) 
enable the Registrar of Patents to exercise some regulatory powers over 
patent agents to the extent that he shall refuse to recognise as an agent a 
person who neither resides nor has a place of business in Hong Kong,41 
and that he may refuse to recognise any agent under certain 
circumstances, such as where the person has been convicted of a criminal 
offence. 42   Other than the above provisions, there is no statutory 
regulation governing the provision of patent agency services in Hong 
Kong. 
 
5.4 In considering the way forward for the regulation of patent 
agency services in Hong Kong, the Advisory Committee had taken into 
account views received on the issue, as well as the possible future 
developments in the standard patent and short-term patent systems, in 
particular, whether an OGP system would be established.  The Advisory 
Committee had also looked into the regulatory framework in several 
overseas jurisdictions which have an OGP system, including Australia, 
Mainland China, European Patent Convention countries, New Zealand, 
Singapore and the US (Annex F).  
 
 
 

                                                 
41 Section 140(4) of the Ordinance. 
 
42 Section 85(7) of the Patents (General) Rules. 
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Whether to Regulate or Not 
 
Considerations 
 
(A) Costs and Benefits 
 
5.5 In determining whether to establish a regulatory framework 
for providers of patent agency services in Hong Kong, the Advisory 
Committee noted the need for striking a balance between the costs of 
regulating the profession and the benefits to users of the services, 
including benefits in terms of access to and the quality of such services.  
 
5.6 From the users’ perspective, a non-regulatory regime offers 
more flexibility in terms of choice of patent agency services.  This may 
also promote competition amongst service providers, thus keeping the 
fees down.  Indeed, there were concerns raised in the public consultation 
exercise that the extra cost of regulating the agency services would be 
passed onto users.  
 
5.7 On the other hand, in an unregulated regime, any person, 
with or without the relevant technical and/or legal expertise, may claim to 
be a patent practitioner.  As such, there is inevitably less assurance of 
the service quality.  Further, some users may have difficulty under an 
unregulated regime in seeking the appropriate agents which are 
competent to provide the services required by the users.  The above 
considerations would become more pertinent when an OGP system is in 
operation. 
 
(B) To Complement the Overall Direction of Hong Kong Moving 

towards an OGP system and Proposed Refinements to the Short-term 
Patent System  

 
5.8 The adoption of an OGP system in Hong Kong (Chapter 3 
above) which requires substantive examination of standard patent 
applications, and the proposed refinements to the short-term patent 
system which require substantive examination before commencement of 
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infringement proceedings (Chapter 4 above) would increase the demand 
for competent patent agents with the necessary professional qualifications 
and experience, particularly in technical areas covering drafting patent 
specification and claims, responding to technical queries on patentability 
raised by examiners, and advising on patent validity and infringement 
issues.  Regulating the agency services may not only help build a local 
patent profession that is competent to carry out the above technical tasks, 
but also nurture a talent pool by creating more career opportunities for 
local graduates with science, engineering or other technical background 
to enter the profession.  A strong patent profession and a competent 
talent pool are complementary components to an OGP system, 
contributing to developing Hong Kong as an innovation and technology 
hub. 
 
(C) Positions in Selected Overseas Jurisdictions 
 
5.9 From the Administration’s study (Annex F), it appears 
generally that the patent agent profession is regulated under a statutory 
regime in jurisdictions with an OGP system.   In particular, it is noted 
that – 
 

(a) The majority of the overseas jurisdictions studied by 
the Administration including Australia, Mainland 
China, European Patent Convention countries, New 
Zealand, Singapore and the US limit the provision of 
patent agency services to registered patent 
attorneys/agents who have acquired certain 
prescribed professional qualifications.43 

 
(b) The UK restricts the use of titles such as “patent 

agents” or “patent attorneys” to those who are 
qualified, without restricting who can provide 
patent-related services.  

 
                                                 
43 In Australia, European Patent Convention countries, New Zealand and Singapore, legal 

practitioners may also be allowed to act for parties in patent-related proceedings.   
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(c) In each of the jurisdictions studied which has a 
regulatory regime on the patent agent profession, 
recognition of patent agents/attorneys is based on its 
own independent accreditation scheme for the 
profession. 

 
(d) Macao which also operates an OGP system has not 

established a regulatory regime for patent agency 
services so far.  

 
Recommendation 
 
5.10 In light of the aforesaid considerations, the Advisory 
Committee recommends that Hong Kong should establish a regulatory 
regime for providers of patent agency services (Option 2 in paragraph 5.1   
above). 
 
5.11 The Advisory Committee also considered the form and scope 
of regulation as set out in the following paragraphs. 
 
The Form and Scope of Regulation  
 
5.12 The following issues were posed by the Consultation Paper 
for public consultation, on the assumption that a regulatory regime is to 
be introduced for providers of patent agency services – 
 

(a) Should we restrict the provision of such services to 
persons meeting certain qualifications or 
requirements only?  Or should we limit the use of 
particular titles only but allow the provision of such 
services by any person?  
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(b) Should the regulation apply to all types of patent 
agency services or only certain services, e.g. the 
drafting and amendment of patent specification 
under an OGP system?  

 
5.13 On the above issues, the Advisory Committee considered the 
following options – 
 

(a) Option A:  
 

 To regulate the provision of either – 
 

(i) all patent-related services (including services 
for re-registration); or  

 
(ii) only services that involve technical expertise 

(mainly under the OGP system e.g. drafting 
patent specification and claims, conducting 
clearance search, advising on responding to the 
queries on patentability raised by examiners, 
giving advice on the validity or infringement of 
patents) 

 
so that only qualified persons or firms may provide 
such services; and/or  

 
(b) Option B:  

 
To limit the use of particular titles such as “patent 
agents” and “patent attorneys” to qualified persons 
or qualified firms.44 

                                                 
44  Option B may be pursued as a corollary to Option A, or exclusively in its own right. 
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Considerations 
 
5.14 In assessing Options A and B, the Advisory Committee had 
taken into account a number of factors as set out in the following 
paragraphs. 
 
(A) Quality of Services 
 
5.15 Regulating all patent-related services under Option A(i) may 
better assure the service quality across the board, including the handling 
of re-registration which involves mainly procedural matters whereas 
Option A(ii) will confine the regulation to those types of patent agency 
services that require technical expertise, particularly in those areas 
identified in paragraph 5.8 above where service quality is of principal 
concern.45  
 
5.16 The adoption of Option B alone will allow provision of 
patent-related services by non-qualified agents or firms so long as they do 
not use the regulated titles.  It will then be up to the users to decide 
whether or not patent service providers with the regulated titles should be 
hired to represent them in individual cases.  Accordingly, the “caveat 
emptor” remains to be the cardinal principle of Option B.    
 
(B) Costs 
  
5.17 Option A may add to the operation costs of agents.  In 
particular, for Option A(i), agency firms which currently only handle 
patent re-registration in Hong Kong may not have qualified persons 

                                                 
45  In this regard, the Advisory Committee noted that the practices in other overseas jurisdictions 

studied by the Administration (see paragraph 5.9 and footnote 43 above) may provide a useful 
reference. 
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working with them and will need to incur extra costs in hiring such 
persons under the future regime, which may result in an increase in fees 
to be passed onto users in turn.   
 
5.18 On the other hand, implementing Option B alone will still 
allow the users to choose between agents with or without the regulated 
titles, depending on their own needs in individual cases.  The user-pay 
principle is more enshrined.  
 
(C) Nurturing a Strong Patent Profession 
 
5.19 From a strategic viewpoint of supporting the overall 
development of Hong Kong as an innovation and technology hub 
(paragraph 3.27 above), there may be a case for expediting the building 
up of a strong patent agent profession as a complementary component to 
the introduction of an OGP system as well as the proposed refined 
short-term patent system.   
 
5.20 Combining Options A and B can be seen as a comprehensive 
approach to drive change.  On the other hand, one may see pursuing 
Option B alone as a healthy step forward in establishing a regulatory 
regime quickly to jumpstart the development of the profession and 
allowing strong players to emerge through market forces.   
 
(D) Timing and Interim Arrangements 
 
5.21 Considerable time is inevitably required to build up the local 
patent professionals for setting up a regulatory body to administer the 
accreditation scheme and to uphold professional discipline.  It is not 
practicable to adopt Option A immediately.   
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5.22 Instead, the regulatory regime has to be established in stages 
upon the commencement of the OGP system, with interim or short-term 
measures in place to facilitate transition to the new full-fledged regulatory 
regime. 
 
5.23 One factor to bear in mind is that the re-registration system 
will still be maintained in the foreseeable future, which requires 
attendance mainly to formalities.  There is no immediate need for 
introducing drastic changes to the current re-registration practice. 
 
5.24 Another important factor is the promotion of the 
transparency of the profession and qualifications of the practitioners prior 
to the introduction of regulation, as this may help educate the users to 
find the right service they need and encourage service providers to 
enhance professional practices meeting market demands.  Interim 
measures in this direction may take, for example, the form of Option B 
with full statutory controls over titles, or the form of provision of 
essential information about the practitioners through a list centrally 
administered and made publicly available. 
 
Recommendations 
 
5.25 Having considered the factors as set out above, the Advisory 
Committee recommends that – 
 

(a) A full-fledged regulatory regime on patent agency 
services (i.e. by combining Options A and B 
altogether) should be set as the ultimate goal in the 
long run, which has to be achieved in stages, with 
possible interim measures. 

 
(b) Option A(ii) is preferred to Option A(i) in 
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introducing the regulatory regime in the first 
instance, given the retention of the re-registration 
system in parallel with the new OGP route.  The 
need for Option A(i) may be reviewed in the longer 
term subject to the future development of the patent 
system in Hong Kong. 

 
(c) Interim measures to be developed should have 

regard to the existing patent agency services being 
provided on the one hand (e.g. through appropriate 
grandfathering provisions) and the early building 
and recognition of a regulated patent agency 
profession on the other (e.g. through Option B or a 
list or register of patent agents with their 
qualifications). 

 
5.26 Subject to the Administration’s decision on the way forward, 
the Advisory Committee will further explore the detailed implementation 
issues in the next phase of the review, including accreditation, 
professional discipline, transitional and interim arrangements, 
implementation timetable and consultation plans.     
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 o
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ro
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 p
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 c
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 c
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t f
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 c
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f c
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e 

th
re

sh
ol

d 
of

 p
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 p
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 p
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 c
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 c
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 p
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al
ly

, 
H

K
IT

M
P 

do
es

 n
ot

 c
on

si
de

r 
it 

ne
ce

ss
ar

y 
to

 m
od

ify
 t

he
 t

hr
es

ho
ld

 o
f 

pa
te

nt
ab

ili
ty

 o
f s

ho
rt-

te
rm

 p
at

en
ts

. 
  

�
 

A
PA

A
 i

s 
of

 t
he

 v
ie

w
 t

ha
t 

re
fin

em
en

t 
of

 t
he

 s
ho

rt-
te

rm
 p

at
en

t 
sy

st
em

 a
s 

w
el

l 
as

 
fu

rth
er

 p
ro

m
ot

io
n 

an
d 

pu
bl

ic
 a

w
ar

en
es

s o
f t

he
 b

en
ef

its
 o

f t
he

 sy
st

em
 a

re
 a

pp
ro

pr
ia

te
 

in
 o

rd
er

 t
o 

st
im

ul
at

e 
fu

rth
er

 u
se

 o
f 

th
e 

sy
st

em
 a

nd
 t

o 
m

iti
ga

te
 t

he
 l

ik
el

ih
oo

d 
fo

r 
ab

us
e.

 

�
 

A
PA

A
 d

oe
s 

no
t 

su
pp

or
t 

th
e 

in
tro

du
ct

io
n 

of
 s

ub
st

an
tiv

e 
ex

am
in

at
io

n 
fo

r 
gr

an
t 

of
 

sh
or

t-t
er

m
 p

at
en

ts
 o

r 
lo

w
er

in
g 

th
e 

th
re

sh
ol

d 
of

 p
at

en
ta

bi
lit

y.
  

A
PA

A
 p

ro
po

se
s 

th
e 

fo
llo

w
in

g 
ch

an
ge

s:
 

(a
) 

re
qu

iri
ng

 
su

bs
ta

nt
iv

e 
ex

am
in

at
io

n 
pr

io
r 

to
 

co
m

m
en

ce
m

en
t 

of
 

le
ga

l 
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7.
 

Sh
ou

ld
 w

e 
re

ta
in

 t
he

 c
ur

re
nt

 s
ho

rt
-t

er
m

 p
at

en
t 

sy
st

em
 in

 it
s 

ex
is

tin
g 

fo
rm

, o
r 

sh
ou

ld
 w

e 
in

tr
od

uc
e 

ch
an

ge
s 

to
 t

he
 s

ys
te

m
? 

 I
f 

th
e 

la
tt

er
, w

ha
t s

or
t o

f c
ha

ng
es

 sh
ou

ld
 b

e 
in

tr
od

uc
ed

? 

pr
oc

ee
di

ng
s 

w
hi

le
 m

ai
nt

ai
ni

ng
 t

he
 r

eq
ui

re
m

en
t 

of
 o

bt
ai

ni
ng

 a
 s

ea
rc

h 
re

po
rt 

fr
om

 o
ne

 o
f t

he
 d

es
ig

na
te

d 
pa

te
nt

 o
ffi

ce
s o

r I
SA

s;
 

(b
) 

tig
ht

en
in

g 
up

 o
f t

he
 “

gr
ou

nd
le

ss
 th

re
at

s”
 p

ro
vi

si
on

s, 
pa

rti
cu

la
rly

 in
 re

la
tio

n 
to

 
pa

te
nt

s w
hi

ch
 h

av
e 

no
t b

ee
n 

ex
am

in
ed

; 

(c
) 

ex
te

nd
in

g 
th

e 
m

ax
im

um
 te

rm
 o

f p
ro

te
ct

io
n 

to
 1

0 
ye

ar
s;

 a
nd

 

(d
) 

ex
te

nd
in

g 
th

e 
m

ax
im

um
 n

um
be

r o
f i

nd
ep

en
de

nt
 c

la
im

s 
to

 th
re

e 
an

d 
de

pe
nd

en
t 

cl
ai

m
s t

o 
22

. 

�
 

Th
e 

La
w

 S
oc

ie
ty

 r
ec

om
m

en
ds

 r
et

ai
ni

ng
 t

he
 s

ho
rt-

te
rm

 p
at

en
t 

sy
st

em
 w

ith
 t

he
 

fo
llo

w
in

g 
pr

op
os

ed
 c

ha
ng

es
: 

(a
) 

di
sc

lo
su

re
 o

f t
he

 s
ho

rt-
te

rm
 p

at
en

t s
ea

rc
h 

re
po

rt 
ca

n 
be

 m
ad

e 
co

m
pu

ls
or

y 
an

d 
 

be
 s

er
ve

d 
up

on
 th

e 
de

fe
nd

an
t a

t t
he

 ti
m

e 
of

 c
om

m
en

ce
m

en
t o

f 
in

fr
in

ge
m

en
t 

pr
oc

ee
di

ng
s;

 

(b
) 

th
e 

de
fe

nd
an

t m
ay

 r
eq

ue
st

 f
or

 s
ub

st
an

tiv
e 

ex
am

in
at

io
n 

of
 a

 s
ho

rt-
te

rm
 p

at
en

t 
or

 th
e 

pa
te

nt
 o

w
ne

r m
ay

 o
n 

hi
s 

ow
n 

vo
lit

io
n 

el
ec

t t
o 

do
 s

o 
if 

th
e 

va
lid

ity
 o

f a
 

sh
or

t-t
er

m
 p

at
en

t i
s 

in
 is

su
e,

 w
ith

 c
os

ts
 o

f s
ub

st
an

tiv
e 

ex
am

in
at

io
n 

to
 b

e 
bo

rn
e 

by
 th

e 
de

fe
nd

an
t i

f i
t i

s 
fo

un
d 

to
 b

e 
va

lid
 ir

re
sp

ec
tiv

e 
of

 w
he

th
er

 th
e 

de
fe

nd
an

t 
is

 f
ou

nd
 to

 h
av

e 
in

fr
in

ge
d 

th
e 

sh
or

t-t
er

m
 p

at
en

t a
s 

al
le

ge
d,

 s
o 

th
at

 v
al

id
ity

 o
f 

th
e 

pa
te

nt
 w

ill
 n

ot
 b

e 
ch

al
le

ng
ed

 a
s a

 m
at

te
r o

f c
ou

rs
e;

 

(c
) 

ex
te

nd
 th

e 
m

ax
im

um
 te

rm
 o

f p
ro

te
ct

io
n 

to
 1

0 
ye

ar
s;

 a
nd

 

(d
) 

ex
te

nd
 th

e 
m

ax
im

um
 n

um
be

r o
f i

nd
ep

en
de

nt
 c

la
im

s 
(r

ec
om

m
en

ds
 c

on
du

ct
in

g 
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Sh
ou

ld
 w

e 
re

ta
in

 t
he

 c
ur

re
nt

 s
ho

rt
-t

er
m

 p
at

en
t 

sy
st

em
 in

 it
s 

ex
is

tin
g 

fo
rm

, o
r 

sh
ou

ld
 w

e 
in

tr
od

uc
e 

ch
an

ge
s 

to
 t

he
 s

ys
te

m
? 

 I
f 

th
e 

la
tt

er
, w

ha
t s

or
t o

f c
ha

ng
es

 sh
ou

ld
 b

e 
in

tr
od

uc
ed

? 

a 
su

rv
ey

 to
 a

sc
er

ta
in

 th
e 

av
er

ag
e 

nu
m

be
r 

of
 in

de
pe

nd
en

t c
la

im
s 

in
 a

 s
ta

nd
ar

d 
pa

te
nt

 in
 H

on
g 

K
on

g 
an

d 
co

ns
id

er
 th

e 
fe

as
ib

ili
ty

 o
f u

si
ng

 th
e 

av
er

ag
e 

nu
m

be
r 

or
 a

 le
ss

er
 n

um
be

r a
s t

he
 li

m
it 

fo
r a

 sh
or

t-t
er

m
 p

at
en

t).
 

7.
3 

Po
lit

ic
al

 P
ar

tie
s /

 G
ro

up
s 

�
 

D
A

B
 

�
 

Ec
on

om
ic

 S
yn

er
gy

 

�
 

D
A

B
 c

on
si

de
rs

 th
e 

sh
or

t-t
er

m
 p

at
en

t s
ys

te
m

 c
ou

ld
 b

e 
re

ta
in

ed
 a

t t
he

 c
ur

re
nt

 s
ta

ge
 

bu
t t

he
 te

rm
 o

f p
ro

te
ct

io
n 

m
ay

 b
e 

ex
te

nd
ed

 fr
om

 e
ig

ht
 to

 1
0 

ye
ar

s. 
 D

A
B

 o
bj

ec
ts

 to
 

th
e 

in
tro

du
ct

io
n 

of
 su

bs
ta

nt
iv

e 
ex

am
in

at
io

n 
of

 sh
or

t-t
er

m
 p

at
en

ts
. 

�
 

Ec
on

om
ic

 S
yn

er
gy

 c
on

si
de

rs
 th

e 
sh

or
t-t

er
m

 p
at

en
t s

ys
te

m
 c

ou
ld

 b
e 

re
ta

in
ed

 a
t t

he
 

cu
rr

en
t s

ta
ge

 a
nd

 s
ug

ge
st

s 
ex

te
nd

in
g 

th
e 

m
ax

im
um

 te
rm

 o
f 

pr
ot

ec
tio

n 
to

 1
0 

ye
ar

s 
w

ith
ou

t i
nt

ro
du

ci
ng

 su
bs

ta
nt

iv
e 

ex
am

in
at

io
n.

 

7.
4 

A
ca

de
m

ic
 S

ec
to

r 

�
 

R
ay

m
on

d 
Y

iu
 

�
 

D
r C

 W
 T

so
 

�
 

B
io

ch
em

is
try

 A
lu

m
ni

 A
ss

oc
ia

tio
n,

 H
K

U
ST

 

�
 

R
ay

m
on

d 
Y

iu
 su

pp
or

ts
 th

e 
re

te
nt

io
n 

of
 th

e 
sh

or
t-t

er
m

 p
at

en
t s

ys
te

m
 b

ut
 su

gg
es

ts
 th

e 
te

rm
 o

f p
ro

te
ct

io
n 

un
de

r t
he

 sa
id

 sy
st

em
 b

e 
ex

te
nd

ed
 to

 1
0 

ye
ar

s. 
  

�
 

D
r C

 W
 T

so
 su

pp
or

ts
 re

ta
in

in
g 

th
e 

sh
or

t-t
er

m
 p

at
en

t s
ys

te
m

 b
ut

 w
ith

 re
fin

em
en

ts
: 

 

(a
) 

th
e 

H
on

g 
K

on
g 

Pa
te

nt
s 

R
eg

is
try

 b
e 

em
po

w
er

ed
 t

o 
co

nd
uc

t, 
if 

de
em

ed
 

ne
ce

ss
ar

y,
 s

ea
rc

h 
or

 s
ub

st
an

tiv
e 

ex
am

in
at

io
n,

 e
ith

er
 b

ef
or

e 
or

 a
fte

r 
gr

an
t o

f 
a 

sh
or

t-t
er

m
 p

at
en

t, 
up

on
 r

eq
ue

st
 b

y 
an

 a
pp

lic
an

t 
fo

r 
th

e 
gr

an
t 

of
 a

 p
at

en
t, 

a 
pa

te
nt

 o
w

ne
r o

r a
 th

ird
 p

ar
ty

 (w
ith

 th
e 

pa
rty

 re
qu

es
tin

g 
ex

am
in

at
io

n 
to

 b
ea

r t
he

 
co

st
s 

bu
t 

th
e 

th
ird

 p
ar

ty
 s

o 
re

qu
es

tin
g 

sh
ou

ld
 b

e 
re

im
bu

rs
ed

 b
y 

th
e 

pa
te

nt
 

ow
ne

r i
f t

he
 p

at
en

t i
s 

fo
un

d 
to

 b
e 

no
n-

pa
te

nt
ab

le
) b

ut
 s

ub
st

an
tiv

e 
ex

am
in

at
io

n 
sh

ou
ld

 n
ot

 b
e 

a 
m

an
da

to
ry

 r
eq

ui
re

m
en

t 
fo

r 
co

m
m

en
ce

m
en

t 
of

 i
nf

rin
ge

m
en

t 
pr

oc
ee

di
ng

s;
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7.
 

Sh
ou

ld
 w

e 
re

ta
in

 t
he

 c
ur

re
nt

 s
ho

rt
-t

er
m

 p
at

en
t 

sy
st

em
 in

 it
s 

ex
is

tin
g 

fo
rm

, o
r 

sh
ou

ld
 w

e 
in

tr
od

uc
e 

ch
an

ge
s 

to
 t

he
 s

ys
te

m
? 

 I
f 

th
e 

la
tt

er
, w

ha
t s

or
t o

f c
ha

ng
es

 sh
ou

ld
 b

e 
in

tr
od

uc
ed

? 

(b
) 

ex
te

nd
 th

e 
m

ax
im

um
 te

rm
 o

f 
pr

ot
ec

tio
n 

to
 1

0 
ye

ar
s 

to
 g

iv
e 

th
e 

pa
te

nt
 o

w
ne

r 
ex

tra
 ti

m
e 

to
 m

ar
ke

t a
nd

 re
al

is
e 

co
m

m
er

ci
al

 g
ai

n 
fr

om
 th

e 
in

ve
nt

io
n;

 a
nd

 

(c
) 

th
e 

nu
m

be
r o

f i
nd

ep
en

de
nt

 c
la

im
s b

e 
ca

pp
ed

 a
t f

iv
e.

 

�
 

B
io

ch
em

is
try

 A
lu

m
ni

 A
ss

oc
ia

tio
n,

 H
K

U
ST

 c
on

si
de

rs
 th

e 
fo

llo
w

in
g 

ch
an

ge
s 

to
 th

e 
sh

or
t-t

er
m

 p
at

en
t s

ys
te

m
 sh

ou
ld

 b
e 

m
ad

e:
  

(a
) 

su
bs

ta
nt

iv
e 

ex
am

in
at

io
n 

ca
n 

be
 d

on
e 

in
 th

e 
se

co
nd

 y
ea

r o
f t

he
 p

at
en

t e
ffe

ct
iv

e 
pe

rio
d;

 i
t 

w
ou

ld
 s

er
ve

 a
s 

a 
co

nd
iti

on
 f

or
 c

om
m

en
ce

m
en

t 
of

 i
nf

rin
ge

m
en

t 
pr

oc
ee

di
ng

s 
an

d 
th

e 
pa

te
nt

 
ow

ne
rs

 
ar

e 
re

co
m

m
en

de
d 

to
 

ap
pl

y 
fo

r 
th

e 
ex

am
in

at
io

n;
 

(b
) 

al
lo

w
 u

nl
im

ite
d 

cl
ai

m
s 

bu
t c

ha
rg

e 
m

or
e 

fo
r 

pa
te

nt
 a

pp
lic

at
io

ns
 e

xc
ee

di
ng

 1
0 

cl
ai

m
s;

 

(c
) 

th
e 

pa
te

nt
ab

ili
ty

 th
re

sh
ol

d 
sh

ou
ld

 b
e 

lo
w

er
ed

 to
 e

nc
ou

ra
ge

 c
o-

op
er

at
io

n 
of

 th
e 

ac
ad

em
ia

 w
ith

 th
e 

in
du

st
rie

s;
 a

nd
 

(d
) 

m
or

e 
in

ta
ng

ib
le

 in
no

va
tio

n,
 in

cl
ud

in
g 

ar
ts

 a
nd

 m
us

ic
, m

ay
 b

e 
in

cl
ud

ed
 in

 th
e 

sh
or

t-t
er

m
 p

at
en

t s
ys

te
m

. 

7.
5 

Le
ga

l P
ra

ct
iti

on
er

s /
 P

at
en

t P
ra

ct
iti

on
er

s 

�
 

R
ic

ha
rd

 R
. H

al
st

ea
d 

�
 

Q
PA

 G
ro

up
 

A
ll 

re
sp

on
de

nt
s 

in
 t

hi
s 

gr
ou

p 
su

pp
or

t 
re

ta
in

in
g 

th
e 

cu
rr

en
t 

sh
or

t-t
er

m
 p

at
en

t 
sy

st
em

. 
 

So
m

e 
su

gg
es

t 
m

ai
nt

ai
ni

ng
 t

he
 c

ur
re

nt
 s

ho
rt-

te
rm

 p
at

en
t 

sy
st

em
 i

n 
its

 e
xi

st
in

g 
fo

rm
. 

 
O

th
er

s s
ug

ge
st

 c
ha

ng
es

. 

Sp
ec

ifi
c 

vi
ew

s  
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7.
 

Sh
ou

ld
 w

e 
re

ta
in

 t
he

 c
ur

re
nt

 s
ho

rt
-t

er
m

 p
at
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sy
st

em
 in
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s 

ex
is

tin
g 

fo
rm

, o
r 

sh
ou

ld
 w

e 
in

tr
od

uc
e 

ch
an

ge
s 

to
 t

he
 s

ys
te

m
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 I
f 

th
e 

la
tt

er
, w

ha
t s

or
t o

f c
ha

ng
es

 sh
ou

ld
 b

e 
in

tr
od

uc
ed

? 

�
 

K
in

g 
&

 W
oo

d 

�
 

So
ng
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 C

ha
n 

�
 

D
an

ny
 C

ha
n 

�
 

N
ig

el
 L

ee
 

�
 

K
am

 W
ah

 L
aw

 

�
 

K
en

ne
th

 Y
ip

 

�
 

Sa
m

 Y
ip

 

�
 

B
en

ny
 K

on
g 

�
 

A
no

ny
m

ou
s r

es
po

nd
en

t 

�
 

R
ic

ha
rd

 R
. 

H
al

st
ea

d 
be

lie
ve

s 
th

at
 t

he
re

 i
s 

co
nf

us
io

n 
as

 t
o 

th
e 

us
e 

of
 s

ho
rt-

te
rm

 
pa

te
nt

s. 
 H

e 
co

ns
id

er
s 

sh
or

t-t
er

m
 p

at
en

ts
 s

ho
ul

d 
on

ly
 b

e 
so

 n
am

ed
 i

f 
“s

im
pl

e 
in

ve
nt

io
ns

” 
w

ith
 a

 lo
w

er
 th

re
sh

ol
d 

of
 p

at
en

ta
bi

lit
y 

ar
e 

pr
ot

ec
te

d;
 if

, o
n 

th
e 

co
nt

ra
ry

, 
sh

or
t-t

er
m

 
pa

te
nt

s 
ar

e 
in

te
nd

ed
 

to
 

co
ve

r 
al

l 
in

ve
nt

io
ns

 
w

ith
ou

t 
su

bs
ta

nt
iv

e 
ex

am
in

at
io

n,
 g

re
at

 c
ar

e 
sh

ou
ld

 b
e 

ta
ke

n 
to

 p
re

ve
nt

 a
ny

 a
bu

se
 o

f t
he

 sy
st

em
. 

�
 

Q
PA

 G
ro

up
 p

ro
po

se
s t

he
 fo

llo
w

in
g 

ch
an

ge
s:

 

(a
) 

in
tro

du
ce

 th
e 

re
qu

ire
m

en
ts

 to
 o

bt
ai

n 
a 

“t
ec

hn
ic

al
 o

pi
ni

on
” 

pr
io

r t
o 

en
fo

rc
em

en
t 

of
 a

 s
ho

rt-
te

rm
 p

at
en

t a
nd

 th
e 

op
tio

n 
to

 in
vo

ke
 “

gr
ou

nd
le

ss
 th
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f p
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 c
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f c
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 p
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 b
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 c
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f p

ro
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r t
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s r
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 b
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 p
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 m
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 p
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 b
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, b
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 b
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 b
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 p
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 b
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at

io
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 c
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m
en
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t t
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se
ar
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po
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X
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or
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Y
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te
go

ry
 d

oc
um

en
ts

 in
di

ca
te

d 
in

 th
e 

se
ar

ch
 re

po
rt.
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O
th

er
s 

�
 

H
K

PC
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A
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C
C
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H
K

PC
 s
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po

rts
 t
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 r

et
en

tio
n 

of
 t

he
 c

ur
re

nt
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ho
rt-

te
rm

 p
at

en
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sy
st

em
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H
K

PC
 p
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se
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lo

w
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th
re

sh
ol
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 p
at

en
ta
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ho

rt-
te

rm
 p
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w
in
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s t
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ta
nt
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ex
am
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 c
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 p
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 d
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te
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ex
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at
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r c
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en
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en
t p
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ed
in

gs
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 T
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 p
rin

ci
pl
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us

er
 p

ay
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 b
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st
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ul
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 c
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te
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ou
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 b
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ex
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 1
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t t
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 w
ith
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, b
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ra
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s c
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t 

te
rm

 
Th

er
e 

is
 n

o 
ex

te
ns

io
n 

of
 p

at
en

t 
te

rm
 b

ey
on

d 
its

 
or

ig
in

al
 te

rm
 fo

r 2
0 

ye
ar

s. 
A

 s
ys

te
m

 f
or

 e
xt

en
si

on
 o

f 
pa

te
nt

 t
er

m
 b

ey
on

d 
its

 
or

ig
in

al
 te

rm
 fo

r 2
0 

ye
ar

s 
is

 a
va

ila
bl

e 
fo

r m
ed

ic
in

es
 

an
d 

ph
yt

o-
ph

ar
m

ac
eu

tic
al

 p
ro

du
ct

 to
 c

om
pe

ns
at

e 
th

e 
pa

te
nt

-r
ig

ht
 h

ol
de

r 
fo

r 
th

e 
lo

ss
 o

f 
pr

ot
ec

tio
n 

pe
rio

d 

Th
e 

or
ig

in
al

 te
rm

 f
or

 2
0 

ye
ar

s 
m

ay
 b

e 
ex

te
nd

ed
 o

n 
on

e 
of

 th
e 

fo
llo

w
in

g 
gr

ou
nd

s:
 

 (a
) 

th
er

e 
w

as
 a

n 
un

re
as

on
ab

le
 d

el
ay

 b
y 

IP
O

S 
in
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H

O
N

G
 K

O
N

G
 

M
A

C
A

O
 

SI
N

G
A

PO
R

E
 

in
 

se
ek

in
g 

m
ar

ke
tin

g 
ap

pr
ov

al
. 

 
Th

e 
le

ng
th

 
of

 
ex

te
ns

io
n 

of
 p

at
en

t 
sh

al
l 

no
t 

ex
ce

ed
 s

ev
en

 y
ea

rs
 

fr
om

 th
e 

or
ig

in
al

 te
rm

 o
f t

he
 p

at
en

t. 
 

gr
an

tin
g 

th
e 

pa
te

nt
; 

(b
) 

th
er

e 
w

as
 a

n 
un

re
as

on
ab

le
 d

el
ay

 b
y 

on
e 

of
 th

e 
Pr

es
cr

ib
ed

 
Pa

te
nt

 
O

ff
ic

es
 

in
 

is
su

in
g 

th
e 

co
rr

es
po

nd
in

g 
pa

te
nt

 
on

 
w

hi
ch

 
th

e 
na

tio
na

l 
ap

pl
ic

at
io

n 
in

 
Si

ng
ap

or
e 

is
 

ba
se

d,
 

an
d 

th
e 

Pr
es

cr
ib

ed
 

Pa
te

nt
 

O
ff

ic
e 

ha
s 

gr
an

te
d 

an
 

ex
te

ns
io

n 
of

 t
er

m
 o

f 
th

e 
co

rr
es

po
nd

in
g 

pa
te

nt
 

on
 th

e 
ba

si
s o

f s
uc

h 
de

la
y;

 a
nd

 
(c

) 
th

er
e 

w
as

 
a 

de
la

y 
in

 
ob

ta
in

in
g 

m
ar

ke
tin

g 
ap

pr
ov

al
 

fo
r 

a 
ph

ar
m

ac
eu

tic
al

 
pr

od
uc

t 
co

nt
ai

ni
ng

 a
 p

at
en

te
d 

ac
tiv

e 
in

gr
ed

ie
nt

 w
hi

ch
 

un
re

as
on

ab
ly

 c
ur

ta
ils

 th
e 

op
po

rtu
ni

ty
 to

 e
xp

lo
it 

th
e 

pa
te

nt
.  

 Fo
r g

ro
un

d 
(a

), 
a 

de
la

y 
is

 c
on

si
de

re
d 

un
re

as
on

ab
le

 if
 

(i)
 th

e 
in

te
rv

al
 b

et
w

ee
n 

th
e 

da
te

 o
f 

fil
in

g 
an

d 
gr

an
t 

ex
ce

ed
s 

fo
ur

 y
ea

rs
; 

or
 (

ii)
 t

he
 i

nt
er

va
l 

be
tw

ee
n 

th
e 

da
te

 o
f 

re
qu

es
t 

fo
r 

ex
am

in
at

io
n 

(w
ith

 o
r 

w
ith

ou
t 

se
ar

ch
) 

re
po

rt 
an

d 
gr

an
t 

ex
ce

ed
s 

tw
o 

ye
ar

s. 
 A

ny
 

de
la

y 
at

tri
bu

ta
bl

e 
to

 th
e 

ap
pl

ic
an

t i
s 

ex
cl

ud
ed

 f
ro

m
 

th
e 

ca
lc

ul
at

io
n.

 
 

Th
e 

te
rm

 
of

 
pa

te
nt

 
sh

al
l 

be
 

ex
te

nd
ed

 
by

 
th

e 
pe

rio
d 

by
 

w
hi

ch
 

th
e 

in
te

rv
al

 
ex

ce
ed

s 
fo

ur
 y

ea
rs

 o
r 

tw
o 

ye
ar

s 
re

sp
ec

tiv
el

y;
 o

r 
in

 
ca

se
s 

w
he

re
 b

ot
h 

(i)
 a

nd
 (i

i) 
ap

pl
y,

 th
e 

lo
ng

er
 o

f t
he

 
tw

o 
pe

rio
ds

. 
 Fo

r 
ex

te
ns

io
n 

on
 g

ro
un

ds
 (

b)
 o

r 
(c

), 
th

e 
te

rm
 o

f 
ex

te
ns

io
n 

sh
al

l n
ot

 e
xc

ee
d 

fiv
e 

ye
ar

s. 
 

D
is

pu
te

 a
s t

o 
en

tit
le

m
en

t 
A

t 
an

y 
tim

e 
be

fo
re

 a
 s

ta
nd

ar
d 

pa
te

nt
 h

as
 b

ee
n 

gr
an

te
d 

fo
r 

an
 

in
ve

nt
io

n 
(w

he
th

er
 

or
 

no
t 

an
 

ap
pl

ic
at

io
n 

ha
s 

be
en

 m
ad

e)
, a

ny
 p

er
so

n 
m

ay
 re

fe
r t

o 
th

e 
R

eg
is

tra
r o

r t
he

 c
ou

rt 
th

e 
qu

es
tio

n 
of

 w
he

th
er

 h
e 

is
 e

nt
itl

ed
 to

 a
pp

ly
 fo

r t
he

 g
ra

nt
 o

f a
 s

ta
nd

ar
d 

pa
te

nt
 

fo
r t

he
 in

ve
nt

io
n.

 
 

W
he

re
 a

 p
at

en
t 

rig
ht

 i
s 

gr
an

te
d 

to
 a

 p
er

so
n 

no
t 

en
tit

le
d 

th
er

et
o 

or
 i

n 
in

fr
in

ge
m

en
t 

of
 a

ny
 r

ig
ht

s 
of

 
th

ird
 p

ar
tie

s, 
an

 in
te

re
st

ed
 p

ar
ty

 m
ay

 a
pp

ly
 to

 c
ou

rt 
to

 a
nn

ul
 t

he
 p

at
en

t 
rig

ht
, 

or
 a

lte
rn

at
iv

el
y,

 r
eq

ue
st

 
re

ve
rs

io
n 

of
 ti

tle
 to

 h
im

. 
 

A
t 

an
y 

tim
e 

be
fo

re
 a

 p
at

en
t 

is
 g

ra
nt

ed
 f

or
 a

n 
in

ve
nt

io
n,

 a
ny

 p
er

so
n 

m
ay

 re
fe

r t
o 

th
e 

R
eg

is
tra

r t
he

 
qu

es
tio

n 
w

he
th

er
 h

e 
is

 e
nt

itl
ed

 to
 b

e 
gr

an
te

d 
a 

pa
te

nt
 

fo
r t

he
 in

ve
nt

io
n.

  
W

he
re

 it
 a

pp
ea

rs
 to

 th
e 

R
eg

is
tra

r 
th

at
 th

e 
qu

es
tio

n 
in

vo
lv

es
 m

at
te

rs
 w

hi
ch

 w
ou

ld
 m

or
e 

pr
op

er
ly

 b
e 

de
te

rm
in

ed
 b

y 
th

e 
co

ur
t, 

th
e 

co
ur

t s
ha

ll 
ha

ve
 ju

ris
di

ct
io

n 
to

 d
o 

so
. 
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G
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G
A
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R

E
 

A
fte

r a
 s

ta
nd

ar
d 

pa
te

nt
 h

as
 b

ee
n 

gr
an

te
d,

 a
ny

 p
er

so
n 

ha
vi

ng
 o

r c
la

im
in

g 
a 

pr
op

rie
ta

ry
 in

te
re

st
 in

 o
r u

nd
er

 
th

e 
pa

te
nt

 m
ay

 r
ef

er
 t

o 
th

e 
co

ur
t 

to
 d

et
er

m
in

e 
di

sp
ut

es
 a

s 
to

 ri
gh

ts
 to

 a
 p

at
en

t. 
 T

he
 c

ou
rt 

m
ay

 b
y 

or
de

r 
tra

ns
fe

r 
or

 r
ev

ok
e 

th
e 

pa
te

nt
 o

r 
or

de
r 

th
e 

ap
pl

ic
an

t 
fo

r 
re

vo
ca

tio
n 

to
 m

ak
e 

a 
ne

w
 a

pp
lic

at
io

n 
fo

r a
 p

at
en

t. 
  

 

 A
fte

r 
a 

pa
te

nt
 h

as
 b

ee
n 

gr
an

te
d,

 a
ny

 p
er

so
n 

ha
vi

ng
 

or
 c

la
im

in
g 

a 
pr

op
rie

ta
ry

 i
nt

er
es

t 
in

 o
r 

un
de

r 
th

e 
pa

te
nt

 m
ay

 r
ef

er
 t

o 
th

e 
R

eg
is

tra
r 

qu
es

tio
ns

 a
s 

to
 

rig
ht

s 
to

 a
 p

at
en

t. 
 T

he
 R

eg
is

tra
r (

or
 th

e 
co

ur
t i

f s
o 

re
fe

rr
ed

) 
m

ay
 b

y 
or

de
r 

tra
ns

fe
r 

or
 r

ev
ok

e 
th

e 
pa

te
nt

 
or

 o
rd

er
 th

e 
ap

pl
ic

an
t f

or
 r

ev
oc

at
io

n 
to

 m
ak

e 
a 

ne
w

 
ap

pl
ic

at
io

n 
fo

r a
 p

at
en

t.  
 

 

A
pp

lic
at

io
n 

an
d 

gr
an

t p
ro

ce
du

re
s 

A
 s

ta
nd

ar
d 

pa
te

nt
 a

pp
lic

at
io

n 
in

 H
on

g 
K

on
g 

is
 m

ad
e 

in
 t

w
o 

st
ag

es
: 

(1
) 

a 
re

qu
es

t 
to

 r
ec

or
d 

a 
de

si
gn

at
ed

 
pa

te
nt

 a
pp

lic
at

io
n 

(s
ta

ge
 1

); 
an

d 
(2

) 
a 

re
qu

es
t 

fo
r 

re
gi

st
ra

tio
n 

an
d 

gr
an

t (
st

ag
e 

2)
. 

 St
ag

e 
1:

 R
eq

ue
st

 t
o 

re
co

rd
 a

 d
es

ig
na

te
d 

pa
te

nt
 

ap
pl

ic
at

io
n 

 A
 p

er
so

n 
en

tit
le

d 
to

 a
pp

ly
 f

or
 a

 g
ra

nt
 o

f 
st

an
da

rd
 

pa
te

nt
 i

n 
H

on
g 

K
on

g 
m

ay
 f

ile
 a

 r
eq

ue
st

 w
ith

 t
he

 
R

eg
is

tra
r 

to
 e

nt
er

 a
 r

ec
or

d 
of

 a
n 

ap
pl

ic
at

io
n 

fo
r 

pa
te

nt
 in

 o
ne

 o
f 

th
e 

D
es

ig
na

te
d 

Pa
te

nt
 O

ffi
ce

s 
(th

e 
D

es
ig

na
te

d 
Pa

te
nt

 A
pp

lic
at

io
n)

, 
w

ith
in

 s
ix

 m
on

th
s 

fr
om

 th
e 

da
te

 o
f p

ub
lic

at
io

n 
of

 th
at

 a
pp

lic
at

io
n.

 
 

A
fte

r 
fo

rm
al

ity
 

ex
am

in
at

io
n,

 
th

e 
R

eg
is

tra
r 

w
ill

 
pu

bl
is

h 
th

e 
re

qu
es

t t
o 

re
co

rd
 th

e 
D

es
ig

na
te

d 
Pa

te
nt

 
A

pp
lic

at
io

n 
an

d 
ad

ve
rti

se
 i

t 
in

 t
he

 H
on

g 
K

on
g 

In
te

lle
ct

ua
l P

ro
pe

rty
 Jo

ur
na

l (
H

K
IP

 Jo
ur

na
l).

 
 St

ag
e 

2:
 R

eq
ue

st
 fo

r r
eg

is
tr

at
io

n 
an

d 
gr

an
t 

 N
o 

su
bs

ta
nt

iv
e 

ex
am

in
at

io
n 

on
 p

at
en

ta
bi

lit
y 

w
ill

 b
e 

co
nd

uc
te

d 
by

 th
e 

R
eg

is
tra

r a
nd

 re
gi

st
ra

tio
n 

is
 m

er
el

y 
de

pe
nd

en
t 

on
 t

he
 g

ra
nt

 m
ad

e 
by

 t
he

 D
es

ig
na

te
d 

Pa
te

nt
 

O
ffi

ce
. 

 
W

he
n 

a 
re

qu
es

t 
to

 
re

co
rd

 
th

e 
D

es
ig

na
te

d 
Pa

te
nt

 A
pp

lic
at

io
n 

ha
s 

be
en

 r
ec

or
de

d 
in

 

(a
) 

Th
e 

O
G

P 
ro

ut
e:

 a
pp

lic
at

io
n 

fo
r i

nv
en

tio
n 

pa
te

nt
s 

in
 M

ac
ao

 
 

A
n 

ap
pl

ic
at

io
n 

fo
r 

a 
M

ac
ao

 i
nv

en
tio

n 
pa

te
nt

 i
s 

ro
ug

hl
y 

di
vi

de
d 

in
to

 fo
ur

 st
ag

es
: 

 
(1

) 
Fo

rm
al

 e
xa

m
in

at
io

n 
 

O
nc

e 
M

ac
ao

 
IP

D
 

ha
s 

re
ce

iv
ed

 
an

 
ap

pl
ic

at
io

n 
fo

r 
pa

te
nt

 r
eg

is
tra

tio
n,

 i
t 

w
ill

 
ch

ec
k 

if 
th

e 
ap

pl
ic

at
io

n 
fo

rm
 a

nd
 s

up
po

rti
ng

 
do

cu
m

en
ts

 sa
tis

fy
 th

e 
le

ga
l r

eq
ui

re
m

en
ts

. 
 

(2
) 

Pu
bl

ic
at

io
n 

of
 th

e 
no

tic
e 

of
 re

qu
es

t 
 

If
 a

n 
ap

pl
ic

at
io

n 
is

 in
 o

rd
er

, t
he

 a
pp

lic
at

io
n 

w
ill

 b
e 

pu
bl

is
he

d 
in

 th
e 

fo
rm

 o
f 

“d
is

cl
os

ur
e 

no
tic

e”
 in

 th
e 

O
ffi

ci
al

 G
az

et
te

 o
f M

ac
ao

 (t
he

 
M

ac
ao

 G
az

et
te

) 
af

te
r 

18
 m

on
th

s 
fr

om
 t

he
 

da
te

 o
f f

ili
ng

 th
e 

ap
pl

ic
at

io
n 

or
, i

f a
 p

rio
rit

y 
rig

ht
 w

as
 c

la
im

ed
, f

ro
m

 th
e 

pr
io

rit
y 

da
te

. 
 

(3
) 

Su
bs

ta
nt

iv
e 

ex
am

in
at

io
n 

 
W

ith
in

 s
ev

en
 y

ea
rs

 f
ro

m
 t

he
 d

at
e 

of
 f

ili
ng

, 
th

e 
ap

pl
ic

an
t 

sh
ou

ld
 

fil
e 

a 
re

qu
es

t 
of

 
su

bs
ta

nt
iv

e 
ex

am
in

at
io

n.
 

 
Th

e 
pa

te
nt

 

Th
e 

na
tio

na
l 

ro
ut

e 
an

d 
th

e 
in

te
rn

at
io

na
l 

ro
ut

e 
fo

r 
pa

te
nt

 a
pp

lic
at

io
ns

 in
 S

in
ga

po
re

: 
 (a

) 
N

at
io

na
l r

ou
te

 
 

(1
) 

Su
bm

is
si

on
 o

f n
at

io
na

l a
pp

lic
at

io
n 

 �
 A

fte
r r

ec
ei

vi
ng

 a
 re

qu
es

t f
or

 a
 p

at
en

t, 
IP

O
S 

sh
al

l 
pr

oc
ee

d 
to

 c
he

ck
 t

he
 f

or
m

al
iti

es
 a

nd
 

co
nd

uc
t p

re
lim

in
ar

y 
ex

am
in

at
io

n.
 

 �
 T

he
 d

at
e 

of
 f

ili
ng

 (
D

oF
) 

is
 th

e 
ea

rli
es

t d
at

e 
on

 w
hi

ch
 d

oc
um

en
ts

 r
eq

ui
re

d 
ar

e 
fil

ed
 t

o 
in

iti
at

e 
th

e 
ap

pl
ic

at
io

n.
  

Th
e 

ap
pl

ic
at

io
n 

sh
al

l 
be

 
pu

bl
is

he
d 

up
on

 
ex

pi
ry

 
of

 
18

 
m

on
th

s 
fr

om
 th

e 
de

cl
ar

ed
 p

rio
rit

y 
da

te
 o

r, 
if 

no
ne

, t
he

 D
oF

. 
 

(2
) 

Se
ar

ch
 a

nd
 e

xa
m

in
at

io
n 

 
Su

bs
eq

ue
nt

 to
 th

e 
pr

el
im

in
ar

y 
ex

am
in

at
io

n,
 

th
e 

ap
pl

ic
at

io
n 

pr
oc

ee
ds

 t
o 

th
e 

se
ar

ch
 a

nd
 

ex
am

in
at

io
n 

pr
oc

es
s. 

 
Th

e 
pr

oc
es

s 
is

  
di

vi
de

d 
in

to
 

“a
ll-

lo
ca

l 
ap

pr
oa

ch
”,

 
“a

ll-
fo

re
ig

n 
ap

pr
oa

ch
” 

an
d 

“c
om

bi
na

tio
n 

ap
pr

oa
ch

”:
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H

O
N

G
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O
N

G
 

M
A

C
A

O
 

SI
N

G
A

PO
R

E
 

th
e 

re
gi

st
er

 a
nd

 a
 p

at
en

t i
n 

re
la

tio
n 

th
er

et
o 

ha
s 

be
en

 
gr

an
te

d 
by

 
th

e 
D

es
ig

na
te

d 
Pa

te
nt

 
O

ffi
ce

, 
th

e 
ap

pl
ic

an
t 

m
ay

 
re

qu
es

t 
th

e 
R

eg
is

tra
r, 

w
ith

in
 

si
x 

m
on

th
s 

fr
om

 
th

e 
da

te
 

of
 

th
e 

re
le

va
nt

 
gr

an
t 

or
 

pu
bl

ic
at

io
n 

of
 t

he
 r

eq
ue

st
 t

o 
re

co
rd

 i
n 

H
on

g 
K

on
g 

(w
hi

ch
ev

er
 is

 la
te

r)
, t

o 
re

gi
st

er
 th

e 
de

si
gn

at
ed

 p
at

en
t 

an
d 

gr
an

t t
o 

it 
a 

st
an

da
rd

 p
at

en
t f

or
 th

e 
in

ve
nt

io
n 

in
 

H
on

g 
K

on
g.

 
 A

fte
r 

fo
rm

al
ity

 
ex

am
in

at
io

n,
 

th
e 

R
eg

is
tra

r 
w

ill
 

pu
bl

is
h 

th
e 

re
qu

es
t 

fo
r 

re
gi

st
ra

tio
n 

an
d 

gr
an

t 
an

d 
ad

ve
rti

se
 it

 in
 th

e 
H

K
IP

 Jo
ur

na
l. 

 M
ai

nt
en

an
ce

 o
f p

at
en

t a
pp

lic
at

io
ns

 
 

W
he

n 
an

 a
pp

lic
at

io
n 

fo
r 

st
an

da
rd

 p
at

en
t 

ha
s 

be
en

 
in

ac
tiv

e 
fo

r f
iv

e 
ye

ar
s (

i.e
. n

o 
re

qu
es

t f
or

 re
gi

st
ra

tio
n 

an
d 

gr
an

t i
s 

m
ad

e 
af

te
r 

st
ag

e 
1)

, t
he

 a
pp

lic
an

t s
ha

ll 
m

ak
e 

an
 

ap
pl

ic
at

io
n 

to
 

m
ai

nt
ai

n 
th

e 
pa

te
nt

 
ap

pl
ic

at
io

n 
(th

e 
M

ai
nt

en
an

ce
 A

pp
lic

at
io

n)
. 

 T
he

 
R

eg
is

tra
r 

m
ay

 r
ef

us
e 

to
 m

ai
nt

ai
n 

th
e 

ap
pl

ic
at

io
n 

if 
th

er
e 

ar
e 

de
fic

ie
nc

ie
s 

in
 

th
e 

M
ai

nt
en

an
ce

 
A

pp
lic

at
io

n 
or

 th
e 

R
eg

is
tra

r 
is

 n
ot

 s
at

is
fie

d 
th

at
 th

e 
D

es
ig

na
te

d 
Pa

te
nt

 
A

pp
lic

at
io

n 
ha

s 
no

t 
be

en
 

w
ith

dr
aw

n 
or

 a
ba

nd
on

ed
 o

r 
its

 f
in

al
 d

ec
is

io
n 

is
 s

til
l 

pe
nd

in
g.

 

ap
pl

ic
at

io
n 

w
ill

 
be

 
re

fu
se

d 
if 

th
e 

ex
am

in
at

io
n 

re
qu

es
t i

s 
no

t m
ad

e 
w

ith
in

 th
e 

ab
ov

e 
tim

e 
pe

rio
d.

 
 O

nc
e 

th
e 

ap
pl

ic
an

t 
fil

es
 

th
e 

re
qu

es
t 

of
 

su
bs

ta
nt

iv
e 

ex
am

in
at

io
n,

 
th

e 
pa

te
nt

 
ap

pl
ic

at
io

n 
an

d 
th

e 
su

pp
or

tin
g 

do
cu

m
en

ts
 

(w
ith

 
C

hi
ne

se
 

tra
ns

la
tio

ns
) 

w
ill

 
be

 
fo

rw
ar

de
d 

to
 

SI
PO

 
fo

r 
su

bs
ta

nt
iv

e 
ex

am
in

at
io

n.
 

Th
e 

SI
PO

 
ex

am
in

er
s 

w
ill

 
pr

ov
id

e 
a 

se
ar

ch
 a

nd
 e

xa
m

in
at

io
n 

re
po

rt 
an

d 
ap

pl
ic

an
ts

 m
ay

 f
ile

 f
ur

th
er

 s
ub

m
is

si
on

s 
in

 
or

de
r 

to
 

sa
tis

fy
 

th
e 

pa
te

nt
ab

ili
ty

 
re

qu
ire

m
en

ts
. 

 
(4

) 
Re

gi
st

ra
tio

n 
an

d 
pu

bl
ic

at
io

n 
of

 re
gi

st
ra

tio
n 

 
A

fte
r 

su
bs

ta
nt

iv
e 

ex
am

in
at

io
n,

 M
ac

ao
 I

PD
 

w
ill

 m
ak

e 
a 

de
ci

si
on

 b
as

ed
 o

n 
th

e 
re

po
rt(

s)
 

pr
ep

ar
ed

 
by

 
SI

PO
. 

 
If

 
th

e 
ap

pl
ic

at
io

n 
sa

tis
fie

s 
th

e 
re

gi
st

ra
tio

n 
re

qu
ire

m
en

ts
 u

nd
er

 
th

e 
IP

C
 a

nd
 th

er
e 

is
 n

o 
ob

je
ct

io
n 

w
ith

in
 th

e 
sp

ec
ifi

ed
 

tim
e 

lim
it 

or
 

th
e 

ob
je

ct
io

n 
is

 
un

su
cc

es
sf

ul
, t

he
 a

pp
lic

at
io

n 
w

ill
 p

ro
ce

ed
 to

 
re

gi
st

ra
tio

n.
  

M
ac

ao
 I

PD
 w

ill
 t

he
n 

pu
bl

is
h 

no
tic

e 
of

 r
eg

is
tra

tio
n 

in
 t

he
 M

ac
ao

 G
az

et
te

 
an

d 
a 

ce
rti

fic
at

e 
of

 
re

gi
st

ra
tio

n 
w

ill
 

be
 

is
su

ed
 to

 th
e 

ap
pl

ic
an

t. 
 

(b
) T

he
 e

xt
en

si
on

 o
f P

R
C

 p
at

en
t r

ou
te

 
 

A
pp

lic
at

io
ns

 f
or

 e
xt

en
si

on
 m

ay
 b

e 
m

ad
e 

ei
th

er
 

(i)
 a

fte
r 

an
 a

pp
lic

at
io

n 
fo

r 
in

ve
nt

io
n 

pa
te

nt
 h

as
 

be
en

 su
bm

itt
ed

 to
 S

IP
O

 o
r (

ii)
 a

fte
r t

he
 in

ve
nt

io
n 

pa
te

nt
 h

as
 b

ee
n 

gr
an

te
d 

by
 S

IP
O

. 
  

 
(1

) 
Fo

rm
al

 e
xa

m
in

at
io

n 

A
ll-

lo
ca

l 
ap

pr
oa

ch
 

A
n 

ap
pl

ic
an

t 
sh

al
l 

m
ak

e 
a 

re
qu

es
t 

w
ith

in
 

13
 m

on
th

s 
or

 2
1 

m
on

th
s 

re
sp

ec
tiv

el
y 

fr
om

 
th

e 
de

cl
ar

ed
 p

rio
rit

y 
da

te
 o

r, 
if 

no
ne

, 
th

e 
D

oF
 to

 u
nd

er
go

 e
ith

er
: 

 (i)
 

a 
se

ar
ch

-th
en

-e
xa

m
in

at
io

n 
pr

oc
es

s;
 o

r 
(ii

) 
a 

co
m

bi
ne

d 
se

ar
ch

-a
nd

-e
xa

m
in

at
io

n 
pr

oc
es

s. 
 

 
A

ll-
fo

re
ig

n 
ap

pr
oa

ch
 

A
n 

ap
pl

ic
an

t 
sh

al
l 

fu
rn

is
h 

IP
O

S 
w

ith
 t

he
 

fin
al

 s
ea

rc
h 

an
d 

ex
am

in
at

io
n 

re
su

lts
 o

r 
co

py
 o

f 
th

e 
gr

an
t 

w
ith

in
 4

2 
m

on
th

s 
fr

om
 

th
e 

de
cl

ar
ed

 p
rio

rit
y 

da
te

 o
r, 

if 
no

ne
, 

th
e 

D
oF

 o
f: 

 (i)
 

an
 a

pp
lic

at
io

n 
fil

ed
 a

t a
ny

 P
re

sc
rib

ed
 

Pa
te

nt
 O

ffi
ce

s;
 o

r 
 

(ii
) 

an
 a

pp
lic

at
io

n 
fil

ed
 u

nd
er

 P
C

T.
 

 (th
e 

co
rr

es
po

nd
in

g 
ap

pl
ic

at
io

n 
an

d 
co

rr
es

po
nd

in
g 

in
te

rn
at

io
na

l 
ap

pl
ic

at
io

n 
re

sp
ec

tiv
el

y)
 

 N
o 

in
de

pe
nd

en
t s

ea
rc

h 
an

d 
ex

am
in

at
io

n 
is

 
re

qu
ire

d 
to

 b
e 

do
ne

 in
 S

in
ga

po
re

 u
nd

er
 th

is
 

ap
pr

oa
ch

. 
 

C
om

bi
na

tio
n 

ap
pr

oa
ch

 
A

n 
ap

pl
ic

an
t m

ay
 re

ly
 o

n 
th

e 
se

ar
ch

 re
su

lts
 

of
 

a 
co

rr
es

po
nd

in
g 

ap
pl

ic
at

io
n 

or
 

a 
co

rr
es

po
nd

in
g

in
te

rn
at

io
na

l 
ap

pl
ic

at
io

n 
an

d 
re

qu
es

t 
ex

am
in

at
io

n 
in

 
Si

ng
ap

or
e 

w
ith

in
 

21
 

m
on

th
s 

fr
om

 
th

e 
de

cl
ar

ed
 

pr
io

rit
y 

da
te

 o
r, 

if 
no

ne
, t

he
 D

oF
. 

 
Tw

o-
tr

ac
k 

ap
pl

ic
at

io
n 

sy
st

em
 

 
Th

e 
ab

ov
e 

tim
el

in
e 

is
 

th
e 

de
fa

ul
t 

“f
as

t-t
ra

ck
”

sc
he

du
le

 
ad

op
te

d 
by

 
IP

O
S.

  
A

n 
ap

pl
ic

an
t 

m
ay

 a
pp

ly
 t

o 
IP

O
S 

fo
r 

a 
“b

lo
ck

 
ex

te
ns

io
n”

 
an

d 
co

nv
er

t 
hi

s 
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0

 
H

O
N

G
 K

O
N

G
 

M
A

C
A

O
 

SI
N

G
A

PO
R

E
 

 
A

fte
r r

ec
ei

vi
ng

 th
e 

ap
pl

ic
at

io
n 

fo
r e

xt
en

si
on

 
of

 a
 p

en
di

ng
 a

pp
lic

at
io

n 
or

 a
n 

in
ve

nt
io

n 
pa

te
nt

, M
ac

ao
 IP

D
 w

ill
 p

ro
ce

ed
 to

 fo
rm

al
ity

 
ex

am
in

at
io

n 
to

 c
he

ck
 if

 th
e 

ap
pl

ic
at

io
n 

fo
rm

 
an

d 
su

pp
or

tin
g 

do
cu

m
en

ts
 s

at
is

fy
 t

he
 l

eg
al

 
re

qu
ire

m
en

ts
. 

 
(2

) 
Pu

bl
ic

at
io

n 
of

 n
ot

ic
e 

of
 a

pp
lic

at
io

n 
(fo

r 
ex

te
ns

io
n 

ap
pl

ic
at

io
n 

w
ith

 
pe

nd
in

g 
ap

pl
ic

at
io

n 
in

 S
IP

O
 o

nl
y)

 
 

If
 th

e 
in

ve
nt

io
n 

co
nc

er
ne

d 
is

 s
til

l p
en

di
ng

 a
 

gr
an

t 
of

 
pa

te
nt

 
by

 
SI

PO
, 

no
tic

e 
of

 
th

e 
ap

pl
ic

at
io

n 
w

ill
 b

e 
pu

bl
is

he
d 

in
 t

he
 M

ac
ao

 
G

az
et

te
 a

fte
r 

18
 m

on
th

s 
fr

om
 t

he
 d

at
e 

of
 

fil
in

g 
w

ith
 S

IP
O

 o
r, 

in
 c

as
e 

a 
pr

io
rit

y 
rig

ht
 

w
as

 c
la

im
ed

, 
fr

om
 t

he
 d

at
e 

of
 t

he
 f

irs
t 

re
le

va
nt

 a
pp

lic
at

io
n.

 
 W

ith
in

 th
re

e 
m

on
th

s 
fr

om
 th

e 
pu

bl
ic

at
io

n 
of

 
th

e 
gr

an
t o

f 
th

e 
co

rr
es

po
nd

in
g 

SI
PO

 p
at

en
t, 

th
e 

ap
pl

ic
an

t 
sh

al
l 

fil
e 

th
e 

pr
es

cr
ib

ed
 

in
fo

rm
at

io
n 

w
ith

 M
ac

ao
 IP

D
. 

 
(3

) 
Ap

pr
ov

al
 o

f 
ap

pl
ic

at
io

n 
an

d 
pu

bl
ic

at
io

n 
of

 
no

tic
e 

of
 g

ra
nt

 
 

W
he

n 
th

e 
ap

pl
ic

at
io

n 
is

 in
 o

rd
er

 (
an

d 
w

he
n 

th
e 

pa
te

nt
 is

 g
ra

nt
ed

 b
y 

SI
PO

 in
 th

e 
ca

se
 o

f 
an

 e
xt

en
si

on
 o

f 
pe

nd
in

g 
SI

PO
 a

pp
lic

at
io

n)
, 

th
e 

ap
pl

ic
at

io
n 

w
ill

 p
ro

ce
ed

 t
o 

ap
pr

ov
al

 
st

ag
e 

pr
ov

id
ed

 
th

at
 

it 
sa

tis
fie

s 
th

e 
re

gi
st

ra
tio

n 
re

qu
ire

m
en

ts
 

un
de

r 
th

e 
IP

C
 

(in
cl

ud
in

g 
co

m
pl

ia
nc

e 
of

 
al

l 
fo

rm
al

iti
es

 
un

de
r t

he
 IP

C
). 

 T
he

 n
ot

ic
e 

of
 g

ra
nt

 w
ill

 b
e 

pu
bl

is
he

d 
in

 t
he

 M
ac

ao
 G

az
et

te
 b

y 
M

ac
ao

 

ap
pl

ic
at

io
n 

in
to

 
a 

“s
lo

w
 

tra
ck

” 
sy

st
em

. 
 

U
nd

er
 

th
e 

“s
lo

w
 

tra
ck

” 
sy

st
em

, 
th

e 
ap

pl
ic

an
ts

 m
ay

 f
ile

 e
xa

m
in

at
io

n 
re

qu
es

t 
or

 
se

ar
ch

 a
nd

 e
xa

m
in

at
io

n 
re

qu
es

t 
w

ith
in

 3
9 

m
on

th
s 

or
 f

ile
 f

in
al

 f
or

ei
gn

 s
ea

rc
h 

an
d 

ex
am

in
at

io
n 

re
su

lts
 w

ith
in

 6
0 

m
on

th
s 

fr
om

 
th

e 
de

cl
ar

ed
 p

rio
rit

y 
da

te
 o

r, 
if 

no
ne

, 
th

e 
D

oF
. 

 
 

(3
) 

G
ra

nt
 o

f p
at

en
t 

 U
po

n 
re

ce
iv

in
g 

al
l r

eq
ui

re
d 

do
cu

m
en

ts
 a

nd
 

sa
tis

fy
in

g 
its

el
f 

th
at

 
al

l 
co

nd
iti

on
s 

ha
ve

 
be

en
 m

et
, 

in
 t

he
 a

bs
en

ce
 o

f 
an

y 
pe

nd
in

g 
ap

pe
al

, 
IP

O
S 

sh
al

l 
gr

an
t 

th
e 

ap
pl

ic
an

t 
a 

pa
te

nt
 

an
d 

pu
bl

is
h 

in
 

th
e 

IP
O

S 
pa

te
nt

 
jo

ur
na

l 
a 

no
tic

e 
th

at
 t

he
 p

at
en

t 
ha

s 
be

en
 

gr
an

te
d.

 
 (b

) 
In

te
rn

at
io

na
l r

ou
te

 
(i.

e.
 A

pp
lic

at
io

n 
fil

ed
 u

nd
er

 th
e 

PC
T)

 
 

A
pp

lic
an

ts
 r

es
id

in
g 

in
 S

in
ga

po
re

 m
ay

 f
ile

 a
n 

in
te

rn
at

io
na

l 
ap

pl
ic

at
io

n 
w

ith
 

IP
O

S 
as

 
a 

re
ce

iv
in

g 
of

fic
e 

or
 w

ith
 th

e 
In

te
rn

at
io

na
l B

ur
ea

u 
of

 W
IP

O
 in

 G
en

ev
a.

 
 A

n 
in

te
rn

at
io

na
l 

ap
pl

ic
at

io
n 

co
ns

is
ts

 
of

 
th

e 
in

te
rn

at
io

na
l 

ph
as

e 
an

d 
na

tio
na

l 
ph

as
e.

  
D

ur
in

g 
th

e 
in

te
rn

at
io

na
l p

ha
se

, a
n 

ap
pl

ic
an

t w
ill

 
re

ce
iv

e 
an

 in
te

rn
at

io
na

l s
ea

rc
h 

re
po

rt 
(I

SR
) 

an
d 

ha
s 

th
e 

op
tio

n 
to

 
ob

ta
in

 
an

 
in

te
rn

at
io

na
l 

pr
el

im
in

ar
y

re
po

rt 
on

 
pa

te
nt

ab
ili

ty
 

(I
PR

P)
. 

 
Th

e 
in

te
rn

at
io

na
l a

pp
lic

at
io

n 
w

ill
 th

en
 e

nt
er

 th
e 

na
tio

na
l 

ph
as

e 
an

d 
ap

pl
ic

an
ts

 m
ay

 u
se

 t
he

 I
SR

 
(u

nd
er

 
th

e 
co

m
bi

na
tio

n 
ap

pr
oa

ch
) 

an
d,

 
if 

av
ai

la
bl

e,
 IP

R
P 

(u
nd

er
 th

e 
al

l-f
or

ei
gn

 a
pp

ro
ac

h)
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1

 
H

O
N

G
 K

O
N

G
 

M
A

C
A

O
 

SI
N

G
A

PO
R

E
 

IP
D

 a
nd

 th
e 

ce
rti

fic
at

e 
of

 re
gi

st
ra

tio
n 

w
ill

 b
e 

is
su

ed
 to

 th
e 

ap
pl

ic
an

t. 
to

 a
pp

ly
 fo

r a
 g

ra
nt

 o
f p

at
en

t i
n 

Si
ng

ap
or

e.
 

Po
st

-g
ra

nt
 se

ar
ch

 
an

d 
ex

am
in

at
io

n 
Th

er
e 

ar
e 

no
 r

el
ev

an
t 

pr
ov

is
io

ns
 i

n 
th

e 
Pa

te
nt

s 
O

rd
in

an
ce

. 
Th

er
e 

ar
e 

no
 re

le
va

nt
 p

ro
vi

si
on

s i
n 

th
e 

IP
C

. 
A

ny
 p

er
so

n 
m

ay
 r

eq
ue

st
 a

 p
os

t-g
ra

nt
 s

ea
rc

h 
an

d 
ex

am
in

at
io

n 
fo

r 
an

y 
cl

ai
m

(s
) 

in
 

a 
pa

te
nt

 
sp

ec
ifi

ca
tio

n 
on

 th
e 

gr
ou

nd
 th

at
, p

rio
r t

o 
gr

an
t (

a)
 a

t 
le

as
t o

ne
 c

la
im

 in
 th

e 
pa

te
nt

 a
pp

lic
at

io
n,

 a
t t

he
 ti

m
e 

of
 re

qu
es

t f
or

 a
 g

ra
nt

, w
as

 n
ot

 re
la

te
d 

to
 a

ny
 c

la
im

 in
 

th
e 

ap
pl

ic
at

io
n 

at
 t

he
 t

im
e 

th
e 

ex
am

in
at

io
n 

re
po

rt 
w

as
 i

ss
ue

d 
w

hi
ch

 h
as

 b
ee

n 
ex

am
in

ed
 a

nd
 w

hi
ch

 i
s 

re
fe

rr
ed

 to
 in

 th
e 

re
po

rt,
 o

r (
b)

 th
e 

ex
am

in
er

 d
id

 n
ot

 
co

ns
id

er
 a

ll 
re

le
va

nt
 p

rio
r 

ar
t 

be
fo

re
 p

re
pa

rin
g 

th
e 

re
po

rt.
  

Th
e 

pr
op

rie
to

r o
f t

he
 p

at
en

t i
s 

gi
ve

n 
a 

rig
ht

 
to

 
re

sp
on

d 
be

fo
re

 
th

e 
po

st
-g

ra
nt

 
se

ar
ch

 
an

d 
ex

am
in

at
io

n 
re

po
rt 

is
 is

su
ed

. 

R
el

ie
f f

or
 

in
fr

in
ge

m
en

t 
C

iv
il 

pr
oc

ee
di

ng
s m

ay
 b

e 
br

ou
gh

t i
n 

th
e 

co
ur

t b
y 

th
e 

pr
op

rie
to

r 
of

 a
 p

at
en

t 
in

 r
es

pe
ct

 o
f 

an
y 

ac
t 

of
 

in
fr

in
ge

m
en

t 
w

hi
ch

 
he

 
al

le
ge

s 
he

 
is

 
en

tit
le

d 
(w

he
th

er
 e

xc
lu

si
ve

ly
 o

r n
ot

) u
nd

er
 s

ec
tio

ns
 7

3 
to

 7
5 

of
 th

e 
Pa

te
nt

s O
rd

in
an

ce
 to

 p
re

ve
nt

. 
 

U
po

n 
a 

pa
te

nt
 ri

gh
t b

ec
om

in
g 

va
lid

, a
 p

at
en

t h
ol

de
r 

is
 e

nt
itl

ed
 to

 o
pp

os
e 

an
y 

ac
ts

 th
at

 c
on

st
itu

te
 a

 b
re

ac
h 

of
 

hi
s 

pa
te

nt
, 

an
d 

sp
ec

ifi
ca

lly
 

to
 

pr
ev

en
t 

th
ird

 
pa

rti
es

, 
w

ith
ou

t 
hi

s 
co

ns
en

t, 
fr

om
 m

an
uf

ac
tu

rin
g,

 
of

fe
rin

g,
 

st
or

in
g,

 
m

ar
ke

tin
g 

or
 

us
in

g 
a 

pr
od

uc
t 

co
ve

re
d 

by
 t

he
 p

at
en

t, 
or

 i
m

po
rti

ng
 o

r 
ow

ni
ng

 t
he

 
sa

m
e 

fo
r a

ny
 o

f t
he

 a
bo

ve
 p

ur
po

se
s. 

 

C
iv

il 
pr

oc
ee

di
ng

s m
ay

 b
e 

br
ou

gh
t i

n 
th

e 
co

ur
t b

y 
th

e 
pa

te
nt

 h
ol

de
r 

ag
ai

ns
t a

ny
 p

er
so

n 
w

ho
 c

om
m

its
 a

ct
s 

as
 st

ip
ul

at
ed

 u
nd

er
 se

ct
io

n 
66

 o
f t

he
 P

at
en

ts
 A

ct
. 

 A
s 

an
 

al
te

rn
at

iv
e 

si
m

pl
ifi

ed
 

pr
oc

ed
ur

e,
 

th
e 

pr
op

rie
to

r 
of

 a
 p

at
en

t a
nd

 a
ny

 o
th

er
 p

er
so

n 
m

ay
, b

y 
ag

re
em

en
t w

ith
 e

ac
h 

ot
he

r, 
re

fe
r t

o 
th

e 
R

eg
is

tra
r t

he
 

qu
es

tio
n 

w
he

th
er

 th
at

 o
th

er
 p

er
so

n 
ha

s 
in

fr
in

ge
d 

th
e 

pa
te

nt
. 

 

Pr
oc

ee
di

ng
s b

ef
or

e 
R

eg
is

tr
ar

/C
ou

rt
 

Pr
oc

ee
di

ng
s 

th
at

 m
ay

 b
e 

be
gu

n 
be

fo
re

 th
e 

R
eg

is
tra

r 
in

cl
ud

e:
 

 (a
) 

de
te

rm
in

at
io

n 
be

fo
re

 g
ra

nt
 o

f 
qu

es
tio

ns
 a

s 
to

 
w

ho
 m

ay
 a

pp
ly

; 
(b

) 
re

st
or

at
io

n 
of

 
rig

ht
s 

in
 

st
an

da
rd

 
pa

te
nt

 
ap

pl
ic

at
io

ns
; 

(c
) 

re
st

or
at

io
n 

of
 la

ps
ed

 st
an

da
rd

 p
at

en
ts

; 
(d

) 
op

po
si

tio
n 

to
 su

rr
en

de
r o

f p
at

en
ts

; 
(e

) 
re

vo
ca

tio
n 

of
 

pa
te

nt
 

on
 

gr
ou

nd
s 

of
 

“o
rd

re
 

pu
bl

ic
” 

an
d 

m
or

al
ity

; a
nd

 

Pr
oc

ee
di

ng
s 

th
at

 m
ay

 b
e 

be
gu

n 
be

fo
re

 M
ac

ao
 I

PD
 

in
cl

ud
e:

 
 (a

) 
pr

e-
gr

an
t 

op
po

si
tio

n 
by

 
th

ird
 

pa
rty

 
to

 
th

e 
pa

te
nt

ab
ili

ty
 o

f a
n 

in
ve

nt
io

n;
 

(b
) 

ap
pl

ic
at

io
n 

fo
r d

ec
la

ra
tio

n 
of

 fo
rf

ei
tu

re
; a

nd
 

(c
) 

ap
pl

ic
at

io
n 

fo
r g

ra
nt

in
g 

of
 m

an
da

to
ry

 li
ce

nc
e.

 
 Pr

oc
ee

di
ng

s t
ha

t m
us

t b
e 

be
gu

n 
in

 c
ou

rt 
in

cl
ud

e:
 

 (a
) 

ap
pe

al
 a

ga
in

st
 d

ec
is

io
ns

 o
f M

ac
ao

 IP
D

 w
he

re
by

 

Pr
oc

ee
di

ng
s 

th
at

 m
ay

 b
e 

be
gu

n 
be

fo
re

 th
e 

R
eg

is
tra

r 
in

cl
ud

e:
 

 (a
) 

de
te

rm
in

at
io

n 
be

fo
re

 g
ra

nt
 o

f 
qu

es
tio

ns
 a

bo
ut

 
en

tit
le

m
en

t t
o 

pa
te

nt
s, 

et
c.

; 
(b

) 
ex

te
ns

io
n 

of
 te

rm
 o

f p
at

en
t; 

(c
) 

am
en

dm
en

t 
of

 
sp

ec
ifi

ca
tio

n 
of

 
pa

te
nt

 
af

te
r 

gr
an

t; 
(d

) 
re

st
or

at
io

n 
of

 la
ps

ed
 p

at
en

ts
; 

(e
) 

op
po

si
tio

n 
to

 su
rr

en
de

r o
f p

at
en

ts
; 

(f
) 

de
te

rm
in

at
io

n 
af

te
r 

gr
an

t 
of

 q
ue

st
io

ns
 a

bo
ut

 



  
19

2

 
H

O
N

G
 K

O
N

G
 

M
A

C
A

O
 

SI
N

G
A

PO
R

E
 

(f
) 

re
vo

ca
tio

n 
of

 p
at

en
t 

fo
llo

w
in

g 
op

po
si

tio
n 

or
 

re
vo

ca
tio

n 
pr

oc
ee

di
ng

s 
of

 t
he

 c
or

re
sp

on
di

ng
 

pa
te

nt
 in

 th
e 

D
es

ig
na

te
d 

Pa
te

nt
 O

ffi
ce

. 
 Th

e 
R

eg
is

tra
r 

sh
al

l 
gi

ve
 a

ny
 p

ar
ty

 t
o 

a 
pr

oc
ee

di
ng

 
be

fo
re

 h
im

 a
n 

op
po

rtu
ni

ty
 o

f 
be

in
g 

he
ar

d 
be

fo
re

 
ex

er
ci

si
ng

 a
ny

 d
is

cr
et

io
n 

ad
ve

rs
el

y 
to

 th
at

 p
ar

ty
. 

 Pr
oc

ee
di

ng
s t

ha
t m

us
t b

e 
be

gu
n 

in
 c

ou
rt 

in
cl

ud
e:

 
 (a

) 
ap

pe
al

 
ag

ai
ns

t 
de

ci
si

on
s 

or
 

or
de

rs
 

of
 

th
e 

R
eg

is
tra

r; 
(b

) 
ap

pl
ic

at
io

n 
w

hi
ch

 is
 re

la
te

d 
to

 a
n 

ac
tio

n 
pe

nd
in

g 
be

fo
re

 th
e 

co
ur

t, 
an

d 
ap

pl
ic

at
io

n 
re

fe
rr

ed
 b

y 
th

e 
R

eg
is

tra
r t

o 
th

e 
co

ur
t; 

(c
) 

am
en

dm
en

t 
of

 
sp

ec
ifi

ca
tio

n 
of

 
pa

te
nt

s 
af

te
r 

gr
an

t; 
(d

) 
re

ct
ifi

ca
tio

n 
of

 re
gi

st
er

; 
(e

) 
di

sp
ut

es
 o

ve
r 

pr
op

rie
ta

ry
 i

nt
er

es
t 

of
 a

 p
at

en
t 

al
re

ad
y 

gr
an

te
d;

 
(f

) 
ap

pl
ic

at
io

n 
fo

r 
co

m
pu

ls
or

y 
lic

en
ce

s 
fo

r 
 

st
an

da
rd

 p
at

en
ts

; 
(g

) 
re

fe
re

nc
e 

of
 d

is
pu

te
s 

as
 t

o 
go

ve
rn

m
en

t 
us

e 
in

 
ex

tre
m

e 
ur

ge
nc

y,
 

an
d 

im
po

rt 
an

d 
ex

po
rt 

co
m

pu
ls

or
y 

lic
en

ce
s 

fo
r 

pa
te

nt
ed

 
ph

ar
m

ac
eu

tic
al

 p
ro

du
ct

s;
 

(h
) 

in
fr

in
ge

m
en

t o
f p

at
en

t; 
 

(i)
 

in
fr

in
ge

m
en

t o
f 

rig
ht

s 
co

nf
er

re
d 

by
 p

ub
lic

at
io

n 
of

 a
pp

lic
at

io
n 

fo
r a

 st
an

da
rd

 p
at

en
t; 

(j)
 

gr
ou

nd
le

ss
 th

re
at

s o
f i

nf
rin

ge
m

en
t p

ro
ce

ed
in

gs
; 

(k
) 

de
cl

ar
at

io
n 

as
 to

 n
on

-in
fr

in
ge

m
en

t; 
an

d 
(l)

 
ap

pl
ic

at
io

n 
to

 
re

vo
ke

 
a 

pa
te

nt
 

on
 

va
rio

us
 

gr
ou

nd
s i

nc
lu

di
ng

 p
at

en
ta

bi
lit

y,
 e

nt
itl

em
en

t, 
et

c.

pa
te

nt
 

rig
ht

s 
ar

e 
gr

an
te

d,
 

re
fu

se
d,

 
af

fe
ct

ed
, 

m
od

ifi
ed

 o
r t

er
m

in
at

ed
; a

nd
 

(b
) 

ap
pl

ic
at

io
n 

fo
r a

nn
ul

m
en

t. 
  

en
tit

le
m

en
t t

o 
pa

te
nt

s;
 

(g
) 

in
fr

in
ge

m
en

t o
f p

at
en

ts
 (q

ue
st

io
n 

re
fe

rr
ed

 to
 th

e 
 

R
eg

is
tra

r b
y 

ag
re

em
en

t);
 

(h
) 

de
cl

ar
at

io
n 

as
 to

 n
on

-in
fr

in
ge

m
en

t; 
an

d 
(i)

 
re

vo
ca

tio
n 

of
 

pa
te

nt
s 

on
 

va
rio

us
 

gr
ou

nd
s 

in
cl

ud
in

g 
pa

te
nt

ab
ili

ty
, e

nt
itl

em
en

t, 
et

c.
. 

 Th
e 

R
eg

is
tra

r 
sh

al
l 

gi
ve

 a
ny

 p
ar

ty
 t

o 
a 

pr
oc

ee
di

ng
 

be
fo

re
 h

im
 a

n 
op

po
rtu

ni
ty

 o
f 

be
in

g 
he

ar
d 

be
fo

re
 

ex
er

ci
si

ng
 a

ny
 d

is
cr

et
io

n 
ad

ve
rs

el
y 

to
 th

at
 p

ar
ty

. 
 Pr

oc
ee

di
ng

s t
ha

t m
us

t b
e 

be
gu

n 
in

 c
ou

rt 
in

cl
ud

e 
(b

ut
 

no
t l

im
ite

d 
to

): 
 (a

) 
ap

pe
al

s f
ro

m
 c

er
ta

in
 d

ec
is

io
ns

 o
f t

he
 R

eg
is

tra
r; 

(b
) 

re
fe

re
nc

es
 o

f d
is

pu
te

s a
s t

o 
go

ve
rn

m
en

t u
se

; 
(c

) 
ap

pl
ic

at
io

n 
fo

r c
om

pu
ls

or
y 

lic
en

ce
s;

 
(d

) 
in

fr
in

ge
m

en
t 

of
 p

at
en

ts
 o

th
er

 t
ha

n 
th

at
 b

eg
un

 
un

de
r s

ec
tio

n 
67

(3
) o

f t
he

 P
at

en
ts

 A
ct

; 
(e

) 
pr

oc
ee

di
ng

s 
fo

r 
gr

ou
nd

le
ss

 
th

re
at

s 
of

 
in

fr
in

ge
m

en
t p

ro
ce

ed
in

gs
; a

nd
 

(f
) 

qu
es

tio
ns

 
re

fe
rr

ed
 

by
 

th
e 

R
eg

is
tra

r 
un

de
r 

se
ct

io
ns

 2
0,

 4
7 

an
d 

67
 o

f t
he

 P
at

en
ts

 A
ct

. 
 

 



 

19
3 

A
nn

ex
 D

 
 

A
n 

O
ve

rv
ie

w
 o

f t
he

 L
es

se
r 

Pa
te

nt
 S

ys
te

m
s i

n 
So

m
e 

Ju
ri

sd
ic

tio
ns

 
 C
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 o
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 r
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m
s 

E
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m
en

t 

A
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Pa
te

nt
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ep
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ng
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n 

24
.5

.2
00

1)
 

8 
ye

ar
s 

- 
Th

e 
in

ve
nt

io
n 

m
us

t s
at

is
fy

 th
e 

fo
llo

w
in

g 
co

nd
iti

on
s :

 
�

 
is

 a
 m

an
ne

r o
f m

an
uf

ac
tu

re
; 

�
 

no
ve

l (
ab

so
lu

te
 n

ov
el

ty
2  i

s 
re

qu
ire

d)
; 

�
 

in
vo

lv
es

 a
n 

in
no

va
tiv

e 
st

ep
3  (

a 
lo

w
er

 in
ve

nt
iv

e 
th

re
sh

ol
d 

as
 

co
m

pa
re

d 
to

 a
pp

lic
at

io
ns

 fo
r 

st
an

da
rd

 p
at

en
ts

)4 ;  
�

 
us

ef
ul

; a
nd

 
�

 
w

as
 n

ot
 se

cr
et

ly
 u

se
d 

in
 th

e 
pa

te
nt

 a
re

a 
pr

io
r t

o 
ap

pl
ic

at
io

n 
da

te
. 

 

U
p 

to
 5

 c
la

im
s

- 
To

 o
bt

ai
n 

gr
an

t :
 fo

rm
al

ity
 e

xa
m

in
at

io
n 

on
ly

. 
- 

Th
e 

C
om

m
is

si
on

er
 o

f P
at

en
ts

 m
ay

 d
ec

id
e 

to
 e

xa
m

in
e 

th
e 

in
no

va
tio

n 
pa

te
nt

, o
r 

th
e 

pa
te

nt
 o

w
ne

r 
or

 a
 th

ird
 

pa
rty

 m
ay

 s
pe

ci
fic

al
ly

 r
eq

ue
st

 a
n 

ex
am

in
at

io
n 

af
te

r 
gr

an
t. 

 
If

 
th

e 
in

no
va

tio
n 

pa
te

nt
 

m
ee

ts
 

th
e 

pa
te

nt
ab

ili
ty

 r
eq

ui
re

m
en

ts
, 

a 
ce

rti
fic

at
e 

of
 v

al
id

ity
 

w
ill

 b
e 

is
su

ed
 to

 th
e 

pa
te

nt
 o

w
ne

r. 
 I

f t
he

 in
no

va
tio

n 
pa

te
nt

 f
ai

ls
 to

 m
ee

t t
he

 r
eq

ui
re

m
en

ts
, t

he
 in

no
va

tio
n 

pa
te

nt
 w

ill
 b

e 
re

vo
ke

d 
by

 t
he

 p
at

en
t 

of
fic

e.
  

A
n 

ap
pe

al
 m

ay
 b

e 
fil

ed
 a

t t
he

 F
ed

er
al

 C
ou

rt 
ag

ai
ns

t t
he

 
pa

te
nt

 o
ffi

ce
’s

 d
ec

is
io

n 
to

 r
ev

ok
e 

th
e 

in
no

va
tio

n 
pa

te
nt

. 
- 

A
t 

an
y 

tim
e 

af
te

r 
an

 i
nn

ov
at

io
n 

pa
te

nt
 h

as
 b

ee
n 

ce
rti

fie
d 

: 
(1

) 
th

e 
pa

te
nt

 o
ffi

ce
 m

ay
 d

ec
id

e 
to

 r
e-

ex
am

in
e 

th
e 

in
no

va
tio

n 
pa

te
nt

, o
r t

he
 p

at
en

t o
w

ne
r o

r a
 th

ird
 

pa
rty

 m
ay

 r
eq

ue
st

 f
or

 r
e-

ex
am

in
at

io
n.
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nl
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no
ve

lty
 

an
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no

va
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e 
st

ep
 

is
su

es
 

ar
e 
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id
er

ed
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rin
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re
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m
in

at
io

n.
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 p
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 w
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ay
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r p
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ay
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su
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l c
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 th

e 
w
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 o
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ve
nt
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Annex E 

Short-Term Patents : 
Number of Applications Filed and Granted in Hong Kong 

 

 Number of 
applications filed 

Number of short-term 
patents granted 

1997 30 0 

1998 113 51 

1999 175 117 

2000 274 233 

2001 312 271 

2002 333 265 

2003 398 335 

2004 416 329 

2005 463 419 

2006 520 436 

2007 599 492 

2008 488 435 

2009 551 474 

2010 614 522 

2011 615 517 

2012 
(as at 30.11.2012) 

589 475 
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Preliminary Timetable for Implementation of the OGP System 
 
 
Subject to the detailed implementation plan to be prepared, a very rough timetable is 
set out below - 
 
(a) consultation with the Advisory Committee and stakeholders on the 

implementation issues and detailed plan (Q2 – Q3 of 2013); 
 

(b) discussion with the preferred outside patent office(s) on the detailed 
outsourcing arrangements (Q2 – Q3 of 2013); 

 
(c) assessment and bid of necessary resources in accordance with the established 

mechanism (Q3 of 2013); 
 

(d) development of in-house capability to implement the OGP system, including 
recruitment and training of staff and putting in place standards, procedures, 
databases and manuals with necessary inputs from outside experts or 
consultants (to be initiated within 2013 shortly after the way forward regarding 
points (a) and (b) is settled);    

 
(e) upgrade of the IT system (preparation for the tender exercise to start within Q2 

of 2014 ); 
 

(f) drafting and introduction of a bill to amend the Patents Ordinance 
(2014-2015); 

 
(g) preparation of new subsidiary legislation (2015 to early 2016); 

 
(h) promotion and public education (2016); and 

 
(i) commencement of the OGP system (2016/17).  
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